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The following suggestions for drafting patent applications intended for both the U.S.
and Europe may also apply to other countries and regions.

In the U.S., an amended claim synthesized from separate parts of the description as an
"afterthought" will sometimes be rejected as unsupported by the "written description" if
the original specification does not demonstrate that the inventor was "in possession" of
the invention. Even though it applies the "written description" requirement, the USPTO
is liberal about wording. Wording not found in the original specification will usually be
accepted if it appropriately defines something that a person skilled in the art would
understand from the specification and drawings. The EPO, on the other hand, is
notoriously strict, and tends to insist that claim amendments use phraseology taken
directly from the specification as filed.

Based on the above considerations, a priority application intended for eventual filing
both in the US and the EPO, should be drafted so that it describes all aspects of the
subject matter that are, or might become, important (preferably without saying that they
are "important"), and includes alternative descriptions that can be utilized as bases for
amended claims.

The specification should focus on the improvement while avoiding inadvertent
admissions that something is "prior art." For the same reason, while the EPO usually
requires two-part claims, it is preferable to avoid using "characterized by" in the claims

as initially drafted.



