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< Japan >

An Introduction of the Revised Examination
Standard of Requirements of Unity of an Invention and
the Shift Amendment Restriction

Patent Attorney, TOWA INTERNATIONAL PATENT FIRM
Kitaru Kato

According to examinations in Japan on and after July 1, 2013, as in applications filed
on and after April 1, 2007, the Examination Standard has been revised, and the
Requirements of Unity of an Invention and so-called Shift Amendment Restriction were
mitigated.

There are explanations below about the mitigated Requirements of Unity of an
Invention and the mitigated Shift Amendment Restriction. A part with the underline

shows what mitigated this time.

1. In accordance with Requirements of Unity of an Invention

Inventions which fulfill the Requirements of Unity of an Invention shall be the subject
of the examination. The subject of the examination shall be decided based on "Special
Technical Features" and "Examination Efficiency".

(1) Decision of subject of the examination based on "Special Technical Features"

When the examiner decides the subject of the examination, the examiner checks the
invention of the claim 1 to see whether there is a "Special Technical Feature" or not.

"The Special Technical Feature" stands for a technical feature defining a contribution
made by an invention over the prior art. ("The Special Technical Feature's hurdle" is
higher than "the Novelty's hurdle" and lower than "the Inventive Step's hurdle".)

And if not, the examiner checks the invention of the claim (ex ; the claim 2) which

includes all the specific matters of the invention of the claim 1 and which is the next
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small number of the claim number, whether there is a "Special Technical Feature" or not.
And if not, the examiner checks the invention of the claim (ex ; the claim 3) which

includes all the specific matters of the invention of the claim 1 and 2, which is the next

small number of the claim number, whether there is a "Special Technical Feature" or not.
As Fig.1 and Fig.2 show, if there is, the inventions which have already been checked

whether there is a "Special Technical Feature" or not, and the inventions having any

"Special Technical Feature" which is the same as or corresponding to "Special Technical

Feature" of the claim 3 would be the subject of the examination. In other words, as long

as the invention has any "Special Technical Feature" which is the same as or

corresponding to "Special Technical Feature" of the claim 3, even if the invention does

not include all the specific matters of the invention of the claim 1 or in the other category,

it would be the subject of the examination.

So that, the inventions of claim 1 to 3 which have already been checked whether there
is a "Special Technical Feature" or not, and the inventions of the claim 3, the claim 7
which recites the claim 3, the claim 8 which recites the claim 3, the claim 9 which recites
the claim 7 which recites the claim 3, and the claim 4 which recites the claim 2 that
having any "Special Technical Feature" which is the same as or corresponding to "Special
Technical Feature" of the claim 3, are the subject of the examination.
(2) Decision of subject of the examination based on "Examination Efficiency"

According to an invention which is efficient to examine together with the invention of

the subject of the examination based on "Special Technical Features" shall be added to the

subject of the examination. Whether it is efficient to examine an invention or not, shall be

determined by comprehensively taking into consideration matters described in the
description, etc., technical common knowledge at filing, and perspectives of prior art
searches.

For example, inventions in the same category that include all specific matters of the

invention first mentioned in the scope of claims, in principle, shall be added to the subject

of the examination. And an invention which could be examined without any substantially

additional prior searches and making any determinations as a result of examining
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Fig.1:The structure of the claims

Claim No. Reciting claim The specific matters of the invention
Claim 1 A+B

Claim 2 Claim 1 +C

Claim 2 % The Special Technical Feature
Claim 4 Claim 2 +E

Claim 5 Claim 2 +F

Claim 6 Claim 2 +G

Claim 7 Claim 3 +H

Claim 8 Claim 3 + 1

Claim 9 Claim 7 +J

Claim 10 Claim 1 +K

Claim 11 Claim 1 +L

Claim 12 Claim 1 +M

Fig.2:The relationship of the claims and the subject of the examination

THe Special Technical Fs‘atzuy i

The subject of the examination based on

“Special Technical Features”

Claim 11 -1

Claim 12 - 1

The subject of the examination based on

“Examination Efficiency”

&—— Out of the subject of the examination
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inventions that became the subject of the examination based on "Special Technical
Features" shall be added to the subject of the examination also.

As Fig.1 and Fig.2 show, inventions of the claim 5, 6 and 10 would be the subject of
the examination.

However, as Fig.2 shows, an exception of the subject of the examination, the invention
of the claim 11 shall be excluded if the problem to be solved by the invention of the claim
1 and a specific problem to be solved understood by technical features of the claim 11
which added to the invention of the claim 1 have little relevance.

And same as the invention of the claim 11, as Fig.2 shows, the invention of the claim
12 shall be excluded if technical features of the invention of the claim 1 and technical
features of the invention of the claim 12 which added to the invention of the claim 1 have

low technical relevance.

2. Regarding the Shift Amendment Restriction

The shift Amendment Restriction has been mitigated the same as the mitigated
Requirements of Unity of an Invention.

Assuming that all inventions of the amended claims were described continuously after
all inventions which has been examined about patentability before an amendment, it has
to fulfill the Requirements of Unity of an Invention (the mitigated Shift Amendment
Restriction).

As Fig.3 and Fig.4 show, for example, there was not "Special Technical Feature" in
inventions of the claim 1 and 2, but there was in invention of the claim 3. Regarding this
application, the first notice of reasons for refusal was due to lack of novelty to the
inventions of the claim 1, 2 and lack of inventive step to the invention of the claim 3.

After the notice of reasons for refusal, the claims were amended to the claim D to &
in the same category including all specific matters of the invention of the old claim 3 and
the claim @ to ® having a "Special Technical Feature" same as or corresponding to the
invention of the old claim 3.

In this case, assuming that the inventions of the new claim (D to ® were described
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continuously after the old claim 1 to 3 as the old claim 4 to 9, it fulfills the Requirements

of Unity of an Invention, so that it fulfills the Requirements of the Shift Amendment

Restriction also, and the inventions of the new claim (D to (6 would be the subject of the

examination.
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Fig.3:The structure of the claims

The old Claim No. Reciting claim The specific matters of the invention
Claim 1 A+B
Claim 2 Claim 1 +C
Claim 2 +{D] €——— The Special Technical Feature

4

The new Claim No. Reciting claim The specific matters of the invention
Claim @ A+B+C+D1 (“D17is a subordinate concept of “D”)
Claim @ Claim @ +E
Claim ® Claim ® +F
Claim @ A+ D’ (D' "isaSpecial Technical Feature which s the same as or corresponding to “D")
Claim ® Claim @ +G
Claim ® Claim @ +H

Fig.4:The relationship of the claims and the subject of the examination

The old Claims » The new Claims

The subject of the examination

Note: The inventions of the claim (D to (® are the
inventions that having a “Special Technical Feature”
which is the same as or corresponding to the

invention of the old claim 3.



