
 13ᮾ▱㈈◊✲ࠉ➨ 6 ᕳ➨ 2 ྕ㸦㏻ᕳ➨ 9 ྕ㸧 Journal of Towa Institute of Intellectual Property Vol.6, No.212

付与後レビュー制度の 
米国特許申請戦略に対する影響

Howson & Howson LLP. 

Senior Counsel

George Anthony Smith, Jr.

チ≉ᑂุ㒊ࡢ⡿ᅜ≉チၟᶆᗇࡓ᪂ࠊࡣ࡚࠸࠾チッゴ≉ࡅ࠾⡿ᅜࠉ

ᚋࣞࡢ࣮ࣗࣅᡭ⥆ࡁ⪃៖ධᚲせࠋ࠸࡚ࡌ⏕ࡀ≉チ᪥ 9 ࣨ

᭶௨ෆ࡛ࠕࡤ࠶ᚋࣞࡑࠊ࡚ࡗ࣮ࠖࣗࣅ௨㝆࡛ࠕᙜ⪅⣔࣮ࣞࠖࣗࣅ

࣮ࣗࣅᙜ⪅⣔ࣞࠋ࠶࡛ࡢࡁ࡛ࡀࡇᣳ⩏᭷ຠᛶࡢチ≉ࠊ࡚ࡗ

ࡢࡌㄽᛶ⮬ࡣࡓḞⴠࡢ᪂つᛶࠊࡁᇶ࡙≀༳ๅࡢࡢࡑチ≉ࠊࡣ

㝈ࠋ 

࡛ࡢࡍᥦ౪ᶵ࠺ၥ᭷ຠᛶࡃ࡞ࡀ࠼ッࡢᐖࠊࡣࡁ⥆ᡭࡢࡇࠉ

㸦㏻ᖖࡉ᪩ࡢ࡛ฟࡀᯝ⤖ࡣࡇࠋ࠶ 1 ᖺ 18 ࣨ᭶⛬ᗘ㸧ࡢⅬ࠸࠾

࡚ッゴࠊࡃ࡞࡛ࡅࡔ࡞␗ࡣ᭷ຠᛶᑐࡍ␗㆟㏻ࡢࡍㄢࣝࢻ࣮ࣁࡉ

ࠖ࡞ㄝᚓⓗ࡛░ࠕࡣࡍ㥍᭷ຠᛶࠊࡣ࡚࠸࠾ッゴࠋ࡞␗࡚࠸࠾

ドᣐ௳ࡢࡑ࡚ࡗ❧ドࡍᚲせࠊ࠶ࡀ≉チ࣮ࣞࢡࡢ᭷ຠᛶಖᣢ࠺ࡋ

ᚋ࣭ࠊࡋࡋࠋ࠺ࡉゎ㔘ࡃ⊂࡛ᗘ⛬ ᙜ⪅⣔ࣞࠊࡣ࡚࠸࠾࣮ࣗࣅ

␗㆟⏦ࠕࡣ࠺⾜࡚❧ࡋドᣐࡢከ࡚ࡗࠖࡉ↓ຠᛶ❧ドࠊࡃ࡛ࡅࡔࡍ

ࡢ࡛ゎỴẚッゴࠋࡉゎ࡚ࡋᵓᡂࠖ࠸ᗈ᭱㝈࡞ጇᙜࠕ࣮ࣞࢡ

ᮇ㛫⏝㈝ࠊࡃ▷ࡀᑡࡓࠊ῭࡚ࡃ࡞␗㆟⏦࡚❧ࡋẚ㍑ⓗ⡆ࠊࡓ࠼⾜

࠶ࡀࡅཷᐖࡣ࠸࠶ࠊ࡚ࡗഃࡅཷᐖࡣࡁ⥆ᡭ࣮ࣗࣅࣞࡢࡇ

ࢡ࡚࠸࠾ࡁ⥆ᡭ࣮ࣗࣅࣞࡢࡇࡀ⪅チಖᣢ≉ࠋ࠶㨩ຊⓗ࡛࡚ࡗഃ

              ࠋ࠶㝈ᐃⓗ࡛ࡣᶵࡁಟṇ࡛࣮ࣞ

ࡇࡉ࡞࡛‽ᇶ࠺࠸ᵓᡂࠖ࠸ᗈ᭱㝈࡞ጇᙜࠕࡣฟ㢪ேࠊࡣࡇࠉ

ᑐᛶ⬟ྍࡢಟṇࡢᚋ࡚ࡋࡑࠊ࠺ࡃ᭩࣮ࣞࢡ࠺࠼⪏࣮ࣗࣅࣞࡢ

ᛂ࡛ࡁ⣽᭩࠺ࡃ༑ศὀពࡍᚲせࠋ࠶ࡀ

㸦㑥ヂ㸸ᙜ◊✲ᡤ㸧

＜米国＞

Effects of Post Grant Proceedings on 
Strategy for U.S. Patent Filing

Howson & Howson LLP 

Senior Counsel

George Anthony Smith, Jr.

 In patent prosecution in the US, one must now take into account new procedures forࠉ

review of granted patents by the USPTO's Patent Trial and Appeal Board.  Interested 

parties can challenge the validity of a patent by way of a "Post Grant Review" at any time 

within nine months from the grant date, and thereafter by way of "Inter Partes Review." 

Inter Partes review is limited to challenges for lack of novelty or obviousness, based on 

patents or other printed publications. 

 These proceedings provide for validity challenges even in the absence of an accusationࠉ

of infringement.  They differ from litigation not only in the rapidity with which they are 

decided (typically about a year to eighteen months), but also in the burden of persuasion 

borne by the challenger.  In litigation, the party challenging validity must prove its case 

by "clear and convincing" evidence, and the patent claims can be construed narrowly to 

preserve their validity.  In post grant and inter partes review, however, the challenging 

party need only prove invalidity by a "preponderance of the evidence," and the claims are 

given their "broadest reasonable construction."  Because they are rapidly resolved and 

less expensive than litigation, and the burden on the challenger is comparatively light, 

review proceedings are attractive to a party accused of, or concerned about, infringement.  

The patent owner is given a limited opportunity to amend the claims in these review 

proceedings.

 It is now important for a patent applicant to pay close attention to the drafting of claimsࠉ

that can withstand review under the "broadest reasonable construction" standard, and to 

the drafting of the specification so that it can support possible post-grant amendments.
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