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In patent prosecution in the US, one must now take into account new procedures for
review of granted patents by the USPTO's Patent Trial and Appeal Board. Interested
parties can challenge the validity of a patent by way of a "Post Grant Review" at any time
within nine months from the grant date, and thereafter by way of "Inter Partes Review."
Inter Partes review is limited to challenges for lack of novelty or obviousness, based on
patents or other printed publications.

These proceedings provide for validity challenges even in the absence of an accusation
of infringement. They differ from litigation not only in the rapidity with which they are
decided (typically about a year to eighteen months), but also in the burden of persuasion
borne by the challenger. In litigation, the party challenging validity must prove its case
by "clear and convincing" evidence, and the patent claims can be construed narrowly to
preserve their validity. In post grant and inter partes review, however, the challenging
party need only prove invalidity by a "preponderance of the evidence," and the claims are
given their "broadest reasonable construction." Because they are rapidly resolved and
less expensive than litigation, and the burden on the challenger is comparatively light,
review proceedings are attractive to a party accused of, or concerned about, infringement.
The patent owner is given a limited opportunity to amend the claims in these review
proceedings.

It is now important for a patent applicant to pay close attention to the drafting of claims
that can withstand review under the "broadest reasonable construction" standard, and to

the drafting of the specification so that it can support possible post-grant amendments.



