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Many technology companies, not only in Japan but elsewhere, have a false impression
that it is not possible to obtain patent protection for CII in Europe. The reality is that there
are many areas of CII technology which can be protected, just so long as the correct
approach to obtaining protection is taken.

Where there is any doubt as to whether a CII can be protected in Europe it is essential
that professional advice is taken early, and preferably before any European patent
application is filed. This will allow any specific drafting issues to be taken into
consideration to meet the criteria for patentability in Europe and thereby maximise the
chances of success. It will also allow your European Attorney to recommend an alternate
filing strategy if the chances of success after amendment are low.

The key is to show that the claimed invention has technical character and provides a
technical contribution ; a patent application that fails to address these requirements in
terms of its original disclosure and claims will ultimately be refused.

European Patent Office Position

The question of whether a patent can be obtained for "software" and /or "business

method" inventions has been effectively separated into two tests by the case law of the

European Patent Office :

1. Is the subject-matter of the claims excluded under the European Patent Convention
(i.e. do the claims lack "technical character")?

2. If no, does the subject-matter of the claims have a technical character that
contributes to an inventive step (i.e. provide a "technical contribution")?

Most applications that are refused by the European Patent Office fail the second test.
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Exclusions
The legal basis for excluded subject-matter is Article 52 of the European Patent
Convention (EPC) :

(1) European patents shall be granted for any inventions, in all fields of technology,
provided that they are new, involve an inventive step and are susceptible of
industrial application.

(2) The following in particular shall not be regarded as inventions within the meaning
of paragraph 1 :

(a) discoveries, scientific theories and mathematical methods ;

(b) aesthetic creations ;

(c) schemes, rules and methods for performing mental acts, playing games or doing
business, and programs for computers ;

(d) presentations of information.

(3) Paragraph 2 shall exclude the patentability of the subject-matter or activities referred
to therein only to the extent to which a European patent application or European
patent relates to such subject-matter or activities as such.

The most important phrase in this Article is "as such". If the claimed invention "goes
beyond the 'mormal' physical interactions between the program (software) and the
computer (hardware) on which it is run" then exclusion is under Article 52 EPC is
avoided (case T 1173/97). This is referred to as having "technical character".

In practice, this means that a claim to "Program X" would be excluded for being a
computer program "as such". However, a claim to "Program X on a computer-readable
storage medium," would not be excluded as it has the "technical character" of being
"computer-readable and capable of storing data". For consistency, case law also does not
exclude a claim to "A method of operating a computer according to program X.," as it has
the "technical character" of requiring the specific operation of a computer.

Inventive Step
If the claims are drafted to avoid exclusion under Article 52 EPC, the second test is
considered. Much of the difficulty in obtaining patents for "software" or "business

method" cases revolves around demonstrating an inventive step. Unfortunately, there is
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no easy rule or formula for determining which cases are likely to succeed, most cases
need to be evaluated on a case-by-case basis.
The European Patent Office uses the following problem-and-solution approach to
determine whether there is inventive step :
identification of the technical field,

2.  identification of the closest prior art,
3. identification of the technical problem,
4. starting from the closest prior art, is the solution provided by the claims obvious (i.e.

provide an inventive step)?

For "software" or "business method" cases, case law of the Boards of Appeal at the
EPO requires determination of the technical features of a claim that contribute to the
solution of step 4 (the "technical contribution"). Non-technical features cannot contribute
to inventive step.

A "technical contribution" can be demonstrated by, for example, showing that the
solution is clearly in a technical field, that technical considerations exist in the underlying
problem, that the means forming the solution to the underlying problem are technical, that
the effects achieved by solving the problem are technical, or that technical considerations,
or technical knowledge, are required. Claims that make it easy to demonstrate a "technical
contribution" have a greater chance of success.

In certain cases the exclusions of Article 52(2) EPC are used as a guide for a definition
of "non-technical". If the contribution provided by the invention as claimed lies in the
field of "... schemes, rules and methods for... doing business..." it is not taken into account
in the assessment of inventive step. Instead it is assumed that the person skilled in the art
would be given the "... schemes, rules and methods for... doing business..." and be told to
implement them on a computer. This is generally seen as obvious if no special adaptation
(beyond normal programming) is required. For example, automation of a business method
using conventional hardware and programming methods is considered obvious to a skilled
person (T172/03 - Order management/RICOH). Solutions in the field of "economics" are
also seen not to contribute to an inventive step (T931/95 — Pension Benefits/PBS).

Non-technical features can sometimes be taken into account if they cooperate with
technical features to provide a technical result. Here, it is important to show that the
resultant effect or solution is technical, i.e. within the remit of a person skilled in the

technical arts, such as an engineer.
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Examples

A) "A method of operating a point-of-sale terminal to calculate a discount" :

1)  As this method has a technical character in the form of "operating a point-of-sale
terminal", it would not be excluded under the first test.

2) However, the adaptations of the method reside in the field of retail or commerce :
"calculating a discount" would not be seen as technical, i.e. requiring the specific
skills of an engineer. Hence, the claim would be refused for lacking an inventive
step, i.e. failing the second test.

B) "A method of operating a point-of-sale terminal comprising a selective compression
and transmission scheme for point-of-sale data" :

1)  As the first example, this method has a technical character in the form of "operating
a point-of-sale terminal". It would not be excluded under the first test.

2) A selective compression and transmission scheme for point-of-sale data has the
effect of reducing the amount of data transmitted and received by the point-of-sale
terminal. This effect is technical as it would require an engineer to devise a solution
to provide the effect. A technical contribution is thus provided. If the selective
compression and transmission scheme is not within the common general knowledge
of the engineer, e.g. is not simply the application of text-book techniques, and is not
found in other point-of-sale terminals, then the technical contribution is not obvious.

A patent may be obtained (the claim passes the second test).

Europe Summary

If a software-related invention has technical character and makes a technical
contribution, it is patentable in the form of an apparatus, a method, or a computer-
readable storage medium storing a program. It is important though to consider how to
present this in the initial application to make prosecution of such cases at the EPO as easy

as possible.



