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My father was a patent attorney, but we worked at different firms. When I visited my
parents, my father always told me how important intermediate procedures were and how
crucial keeping in contact with the clients was for attorneys. Here I would like to think
about these points, i.e. dealing with office actions and understanding our clients' demand,
in the next several issues.

This time, let's ponder upon handling office actions.

I remember my father comparing the claims and the texts in cited documents, marking
factors described in the claims. My bookshelves in my home have a book for handling
office actions, which I guess my father left. What this book teaches me, or my father
wanted to teach me, is the following matters.

- The notice of reasons for refusal contains information to get granted.

- Even when we do not respond to the notice of reasons for refusal, it is meaningful in
that we can avoid infringing the rights of others shown in the cited documents.

- The reasons for refusal are usually based on the preceding documents. We often see
arguments written like the notice of reasons for refusal, stating "the cited documents
describes A. The concerned invention is different from it in B. Therefore, the concerned
invention is patentable." The written arguments should go like this: "The concerned
invention is characterized by A. Meanwhile, the cited documents do not describe A.
Therefore, the concerned invention is patentable." The written argument is made in order
to reach the opposite conclusion to the notice of reasons for refusal.

I believe these points should be useful in dealing with the intermediate procedures
together with our clients.



