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< China >
Product-by-process Claim in China and Japan

Golden Union Patent Service CO,. Ltd
Chinese Patent Attorney

Jin Dan

The Japan Supreme Court decided on product-by-process (PBP) claims in June
2015 and the examination guideline, handbook and manual were revised in July 2015.
The point of these decision and revision is the following : PBP claims are interpreted as
covering the final product manufactured through the claimed process and are regarded as
unclear except in case of “impossible or utterly impractical circumstances”. PBP claims
filed before the revision will have chance to be amended in accordance with the new
standard.

Meanwhile, 3.1.1, Chapter 2, Part 2 of Chinese Patent Examination Guideline
reads “if one or more technical features cannot be clearly expressed in the claims of the
product because of the structural features or of the parametric features, they may be
expressed as processing features”. And 4.3 (2) of Chapter 10, Part 2 says “The
circumstances in which claims for chemical products are allowed as a process of
manufacturing methods are the case of chemical products which cannot sufficiently be
expressed in other way than manufacturing methods.” These two clauses show that PBP
claims will not be allowed except in case of “impossible or utterly impractical
circumstances”, as in Japan. 3.2.5(3), Chapter 3, Part 2 reads “regarding PBP claims, it
must be considered whether the manufacturing methods have influence on creating
certain structure and / or component of the product”, so the interpretation on the PBP
claims in China is the same in Japan.

In summary, PBP claims which will be filed in Japan in future can be filed also
in China without amendment, while if you will file in China PBP claims filed before the
revision in Japan, the adjustment corresponding to the amendment in Japan will be
required.

(Translated by TIP)



