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< China >
Battle with the registration in bad faith in China

Partner, Head of the Trademark Department of CHINABLE IP
Hongxiao Sun

One of the focal points of the amendment to China Trademark Act in 2013 is

how to cope with the registration in bad faith.

The former act also had the regulation to prevent the registration in bad faith.
However, the opposition or invalidation against the registration in bad faith often fails
because there were various hurdles : the trademark holder could not prove the “relation
of representation” to the registrant ; the trademark was not used in advance in Chinese
market ; even if it was used in advance, it could not be regarded as “having certain

influence” ; “fraud or injustice” could not be proved.
The amendment in 2013 provides new direction.

Firstly, Article 15.2 provides “the registrant, where contractual agreement,
business relationship or other relationship excepted prescribed in a prior item exists
between the registrant and prior user, may not register its trademark where the prior user’s
mark is clearly in use and an opposition to the trademark’s registration has been filed.”

“other relationship” is added so that it allows more flexible application.

Secondly, Article 7 clarifies the principle of good faith. Based on this article,
one can effectively raise an opposition to the registration in bad faith. This year we
actually saw the opposition procedure in which the examiner rejected the trademark

registration on the basis of some articles including this one.
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In addition, the Trademark Council and the Court regards “the large-scale and
repeated registrations in bad faith of well-known or highly creative trademarks of others
with the intent of illegal profit-making and without use” as “disturbance of the market of
trademark by an improper means” and are able to reject the application by applying

Article 44 “the registration by other improper means”.

Lastly, the China Trademark Council and the Court begin flexible application
of the act in examination practice. When the registrant in bad faith registers the trademark
in a class where the trademark holder has not registered it in advance, they use the
classification table flexibly in consideration of the fame of the trademark, possibly
applying Article 30, “when a filed trademark is identical with or similar to a registered or
preliminarily granted trademark used in connection with the same or similar goods of
others, its registration shall be refused by the Trademark Office and the mark shall not be
published.”

It is expected that this new direction in new China Trademark Act proves good

in maintaining orderly trademark environment.

(Translated by TIP)



