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In this year, the Taiwan Intellectual Property Office has accomplished the
comprehensive amendment to Guidelines for Determining Patent Infringement
(“Guidelines”), which had been implemented for more than ten years, to be in line with
the international practice. Here is an outline of the amendment regarding utility and utility
model patents.

Regarding claim construction, the amended Guidelines refer to the practice in
the U.S. and include the interpretation of preamble. Whether the scope of claim is limited
by the preamble depends on whether the preamble substantially affects the subject matter
of the patent application. Moreover, the amendment also amends or includes the
interpretations of different types of claims, including Swiss-type claim, product-by-
process claim, means plus function claim, etc.

Furthermore, it is stipulated that the dedication rule is a limitation of the
doctrine of equivalents. The reverse doctrine of equivalents, which is difficult to apply
and rarely applied in practice, is also removed from the Guidelines. The amendment also
clarifies the definition and the timing of application of all elements rule. It is stipulated
that the accused product/process must include every “identical” or “equivalent” feature to
constitute infringement under doctrine of equivalents. In contrast, merely “corresponding”
feature is not sufficient to constitute such infringement. Moreover, the determination of
prosecution history estoppel also refers to Festo Corp. v. Shoketsu Kinzoku Kogyo
Kabushiki Co. and is amended accordingly. The basis for determination is now “whether
the amendment is narrowing the claim for any reason related to patentability,” instead of
“whether the amendment is narrowing the claim to overcome prior art.”

The amendment simplifies and streamlines the determination process of patent
infringement to meet the needs of real practice, and to provide the court and all members

of the public with a clear and unified standard.



