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It is common for international corporations to obtain patent protection in
several jurisdictions worldwide. A consequence of this phenomenon is that it may become
necessary for the patentee to amend its patent following grant, such as where the patent
offices in other jurisdictions cite new prior art during the examination process of the

corresponding patent in the relevant jurisdiction.

In Singapore, a patentee is generally allowed to amend its patent post-grant,
provided that (Section 84(3) Patents Act (Cap. 221, Rev Ed 2005) (the “Act”)) :
a. The intended amendment does not result in the specification disclosing any additional
matter ; or

b. The intended amendment does not extend the protection conferred by the patent.

The discretion to allow an amendment ultimately lies with the Court or the
Registrar of Patents. The underlying rationale is to protect the public against the abuse of
monopoly and ensure that patentees do not obtain an unfair advantage from their failure
to amend. The guidelines in the exercise of discretion were set out in Ship’s Equipment
Centre Bremen GmbH v Fuji Trading (Singapore) Pte Ltd [2015] SGHC 159), a
Singapore High Court decision where the patentee applied for leave to amend its patent in
the course of ongoing patent infringement and invalidation proceedings before the High

Court :
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1. The onus is upon the patentee to establish that the amendment should be allowed and
that there is full disclosure of all relevant matters.

2. The amendment will be allowed if it is permitted under the Act and no circumstances
arise which would lead the Court to refuse the amendment.

3. Where the patentee delays for an unreasonable period before seeking amendments, it
will not be allowed unless the patentee is able to show reasonable grounds for his delay.
4. A patentee who seeks to obtain an unfair advantage from a patent, which he knows or
should have known should be amended, will not be allowed to amend.

5. The Court is concerned with the conduct of the patentee rather than the merit of the

invention.

Accordingly, patentees should expeditiously in applying for post-grant amend-
ments, as soon as they are aware of a need to do so, such as where they are apprised of

prior art which was previously not cited.



