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‘WORKING’ Requirement of a Patent

H K ACHARYA & COMPANY, Ahmedabad
Dr. Rajeshkumar Acharya & Girishchandra Tanna

1.0 General :

Patent is a strongest right amongst the Intellectual Property Rights. It gives an
exclusive right to make, sell or use the subject matter of the Patent during its term of
protection. The term “patent” originates from the Latin word pat ere, which means, “to lay
open” i.e. make available for public inspection and the term letters patent, which
originally denoted royal decrees granting exclusive rights to certain individuals or
businesses.

2.0 Working of Patent :

Patents are granted to encourage inventions, promote the technological
innovations transfer the dissemination of the technology in public interest. To achieve
these goals working of a patent is a prime requirement. The Indian Patents Law takes
enough care to have provisions in this regard. Sections 83 and 84 (7) (e) of the Patents
Act, 1970 reads as follow :

“83. General principles applicable to working of patented inventions—

Without prejudice to the other provisions contained in this Act, in exercising
the powers conferred by this Chapter, regard shall be had to the following general
considerations, namely : -

(a) that patents are granted to encourage inventions and to secure that the inventions are
worked in India on a commercial scale and to the fullest extent that is reasonably
practicable without undue delay ;

(b) that they are not granted merely to enable patentees to enjoy a monopoly for
importation of the patented article ;
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(c) that the protection and enforcement of patent rights contribute to the promotion of
technological innovation and to the transfer and dissemination of technology, to the
mutual advantage of producers and users of technological knowledge and in a manner
conducive to social and economic welfare, and to balance of rights and obligations ;
(d) that patents granted do not impede protection of public health and nuitrition and
should act as instrument to promote public interest specially in sectors of vital importance
for socio-economic and technological development of India ;
(e) that patents granted do not any way prohibit Central Government in taking measures
to protect public health ;
(f) that the patent right is not abused by the patentee or person deriving title or interest on
patent from patentee does not resort to practices which unreasonably restrain trade or
adversely affect the international transfer of technology, and
(g) that patent are granted to make the benefit of the patented invention available at
reasonably affordable prices to the public.
(h) “84(7) (e) if the working of the patented invention in the territory of India on a
commercial scale is being prevented or hindered by importation from abroad of the
patented article by-

(i) the patentee or persons claiming under him ; or

(i1) persons directly or indirectly purchasing from him ; or

(ii1) other persons against whom the patentee is not taking or has not taken
proceedings for infringement”.

2.1 Meaning of Working :

“Working” is known as commercial working of patent in a patent granting
country. It refers to the condition imposed on patentee or licensee that the patented
product or process must be used or produces in the patent granting country. This condition
has the effect of forcing foreign patentee to create production facilities within the patent
granting country. This can be evident on the plain reading of Section 83 (a), 83 (b), 83 (c),
83 (f), and Section 84 (7) (e).

Section 83 (a) states that the patents are granted to encourage inventions and to
secure that the inventions are worked in India on a commercial scale and to the fullest
extent that is reasonably practicable without undue delay. Section 83 (b) clearly states that
the patents are not granted merely to enable the patentee or licensee to enjoy the
monopoly for importation of the patented article. Promotion of technology innovation,
technology transfer and prevention of abuse of patent rights to unreasonably restrain
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international transfer of technology as provided under Section 83 (c) and Section 83 (f),
also support local working of the patented invention.

Section 84 (7) (e) states that the reasonable requirement of the public are
deemed to have not been met when the working of the patented invention in the territory
of India on a commercial scale is being prevented or hindered by the importation from
abroad of the patented article by the patentee or licensee. It is pertinent to note that this
provision does not bar the importation of the patented article as to constitute the working
of the patent in India.

In the Order granting Compulsory License to NATCO PHARMA LIMITED
(Order dated 9th March 2012), the Controller of Patents observed ; “From all the
aforementioned indications, it is clear to me that the Paris Convention and TRIPS
Agreement and Patents Act, 1970 read together do not in any manner imply that working
means importation. I am therefore convinced that ‘worked in the territory of India’ means
‘manufactured to a reasonable extent in India.’

In the Appeal against this Order of the Controller of Patents, the Intellectual
Property Appellate Board (Order dated 4th March 2013) differed from the Controller,
observed ; So, with regard to Section 84 (1) (c), we find that the word ‘worked’ must be
decided on a case to case basis and it may be proved in given case, that ‘working’ can be
done only by way of import, but that cannot apply to all other cases. The patentee must
show why it could not be locally manufactured. A mere statement to that effect is not
sufficient there must be evidence (emphasis supplied). Therefore, while we are of the
opinion that the word ‘worked’ has a flexible meaning and to that extent we differ from
the Controller. The appellant has not proved working and so his conclusion is right.
Working cannot mean that the requirement of working would be satisfied by having
import monopoly for all patented inventions. We also look at Section 84(7)(iii) which
says that the reasonable requirements of public shall deemed not to have been satisfied if
a market for export of patented article manufactured in India is not being supplied or
developed. Therefore, ‘working’ could mean local manufacture entirely and ‘working’ in
some cases could mean only importation. It would depend on the facts and evidence of
each case”.

However, when such importation results in preventing or hindering the working
of the product within India, it would be deemed that reasonable requirement of the public
is not met, which becomes a separate ground for compulsory license.

It can be construed that ‘working’ cannot mean ‘local manufacture entirely’ and
‘only importation’ as well. It depends upon the facts of the case. It can also be construed
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that mere importation of the patented article can be allowed in exceptional case only.

3.0 Information of Working of Patent :

It is mandatory for every patentee and patent licensee to furnish the details of
working of patented invention in Form-27 to the Controller of Patents in respect of every
calendar year within three months of the end of each year as provided under Section
146(2) of the Act and Rule 131 of the Patents Rules 2003.

A patentee and licensee can file such information for a given calendar year
latest by 31st March of the following year. The following information is required to be
submitted under Form-27 :

v/ Whether the invention has been worked ;
v If not worked, the reasons for not working the invention, and steps being taken to work
the invention ;
v If worked, quantum and value (in rupees) of the patented product :
¢ Manufactured in India,
* Imported from other countries, giving details of the countries concerned ;
v Licenses and sub-licenses granted during the year ;
v/ Whether the public requirement has been met, at a reasonable price either partly,
adequately or to the fullest extent.

The information sought under Form-27 is to keep the Controller of Patents
updated about the commercial status of a patent. Non-working of a patent is one of the
core grounds for seeking the grant of a compulsory license under the Act. The Controller
may publish the information sought under Form-27.The availability of such data could
potentially open up opportunities for interested parties that may seek compulsory licenses
on account of non-working pf patents, especially in sensitive areas like public health or
national emergency. It also brings transparency in the working of patents in India.

3.1 Punitive provisions for non-furnishing and false information :

The Act provides for the punitive actions for non-compliance like not filing the
Form-27 or providing false information. Section 122(1) provides a fine of Rs. Ten lakh, if
any person refuses or fails to furnish the information under Form-27. The punitive
provision for false information is stricter. Section 122(2) provides that if any person
furnishes information or statement which is false, and which he either knows or has
reason to believe to be false or does not believe to be true, he shall be punishable with
imprisonment which may extend to six months, or with fine, or both.



