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A combination of recent policy changes at the USPTO and US courts is now
forcing US patent applicants to draft more detailed specifications. In 2015, the USPTO
began policy initiatives to improve the quality of US patents. In practice, US patent
examiners implement this policy shift by rejecting claims and specifications essentially
for lacking sufficient detail. For example, examiners now reject claims more frequently
for being considered indefinite under 35 U.S.C. § 112(b). In addition, examiners are
issuing rejections for features that are only described with functional block diagrams
based on the combination of § § 112(b) and () and other sections of the MPEP.

Recent US court cases have also, in effect, modified the requirements for the
level of detail required to support certain types of claim terms. For example, under recent
US cases, examiners can now more easily interpret claims as means-plus-function under
35 U.S.C. § 112(f). Now, any term that could be considered a generic placeholder
equivalent to the term “means” can be interpreted under 35 U.S.C. § 112(f), such as

” «

“unit,” “module,” “device,” and “mechanism.”

When a claim term is interpreted under § 112(f), the examiner must find an
example structure from the specification in order to interpret the means-plus-function
term. However, if the specification only lists a generic term without describing an
example component (e.g., a microcomputer, an actuator, or a sensor), the examiner may
reject the claim as indefinite under § 112(b), because the specification does not
adequately support the means-plus-function term.

In view of these changes, patent drafters should include example components
and generalized algorithms for as many features as practically possible. For example, the
specifications can list an example of a controller as a microcomputer or a processor. The
specification should provide drawings other than functional block diagrams, such as flow
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charts, logic diagrams, and circuit diagrams. For mechanical applications, specifications
should provide drawings based on CAD files if possible. Patent drafters should also avoid

” «

terms equivalent to means, such as “unit,” “module,” “device,” and “mechanism.” In
addition, patent departments should revise invention disclosure forms to ask the inventor
to provide some of these details.

Patent drafters should carefully consider the specific language used in JP
specifications to ensure clarity in the specification. First, write short sentences, because
both the subject and object of each sentence typically remain clearly identified. Second,
avoid word choices that hide the subject or object, such as intransitive verbs. This should
help clarify the meaning of claim terms, especially in PCT applications that require a
more literal translation when entering the national stage application. Note that a detailed
specification should not limit broad claims.

In summary, the USPTO and US courts have shifted policies to require more
detailed specifications. In response, patent drafters should provide a detailed explanation
of components and processes by listing example components and algorithms to achieve
functions. Furthermore, JP patent drafters should write in short sentences that clearly
identify the subject and object of sentences.



