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From Provisional to PCT :
Obtaining More Robust Patent Protection

Maschoff Brennan
Patent Attorney

Trevor Clark

Applicants who are seeking patent protection internationally can benefit from filing
under the Patent Cooperation Treaty (“PCT”). To take full advantage of the PCT patent
application process, applicants filing a PCT application in the United States should understand the
procedural requirements for claiming priority to a United States patent application.

Applicants have one year from their earliest priority filing date to file a PCT
application. Since the United States is a “first-inventor-to-file” country, applicants often elect to
establish the earliest possible priority date by filing a United States provisional patent application.
These applications are a particularly useful and inexpensive way to establish a priority date
because of their reduced filing fee and relaxed filing requirements. For example, United States
provisional patent applications are not examined and do not require a formal patent claim. But, it
is important to note that PCT applications have different, more stringent requirements than United
States provisional applications. For example, PCT applications require adequate disclosure in the
documents used to claim priority. Thus, if an applicant’s United States provisional patent
application does not describe the claimed invention in sufficient detail or does not meet the other
PCT application requirements, the applicant must file an additional provisional patent application
or utility patent application to remedy any deficiencies, or should add the additional description to
the PCT application when it is filed. And this additional application must meet the PCT
application requirements before the one year mark to maintain a valid priority claim.

Applicants should consider initially filing a robust provisional patent application that
is compliant with PCT requirements to establish a priority filing date. Although this will likely
increase the applicant’s front-end costs, it provides applicants the flexibility to file a PCT
application at any time during the one-year period and, if properly filed, maintains the applicant’
s priority claim.

However, when the funds are not available for a robust provisional patent application
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or the invention is still being developed, applicants should consider filing an additional
provisional patent application or utility patent application that is compliant with PCT requirements

at least one day before the one year filing deadline to which the applicant can claim priority.



