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European attorneys such as myself are very fortunate to be working before the
European Patent Office, which prides itself in providing a high quality of service and having a
very international outlook which does its best to accommodate filings from applicants outside of
Europe in a flexible and open way.

However, even with an approach of the type taken at the EPO there are some areas of
European practice which can be considered unusual for overseas applicants, but for which, if
preparation is made when drafting a specification that to be handled by the EPO, can be avoided.
This article seeks to point out just a few of the key areas.

The most important area is to ensure that there is good detailed support in the
European application. This should not only be for the key features in the main claims, but also
for the subsidiary claims. In particular it is very helpful for any features not present in the claims,
but for which limitations may later be introduced into the claims, to have good clear support from
the description. The EPO can take a very hard line on issues of support for amendments. They
very much like to see clear and explicit support for any limitation that is introduced from the
description into the claims during examination. It can be very difficult to introduce features
which are supported from the figures alone, or for which there is only vague or passing discussion
in the specific description.

Furthermore, even if there is support in terms of the detailed description, the EPO
likes to see support for the limitations standing on their own, rather than in combination with
other features that an applicant perhaps does not want to limit to. Selection of just some features
of an example from the description is considered by the EPO to be an “intermediate
generalisation” and not allowable. If they do not see clear support for a feature on its own it is
often the case that they will ask for all the features in a particular example, not just those that the
applicant would like to limit to, to be introduced into a claim. Otherwise they often do not
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consider there to be clear support. What this means for applicants from overseas is that there is a
clear requirement for a detailed description which explains all of the components of an invention
clearly and independently so as to provide sufficient support under the European Patent Office
approach such that limitation to such features would be considered to be allowable.

The EPO likes to take a standardised approach to assessing inventive step, which is to
consider what technical problem is being solved by the invention and then whether or not the
solution provided by the invention is obvious. This leads on to a second point that it is useful for
applicants to consider when drafting specifications for European applications, that of including in
the description some of the advantages of the invention in terms of the technical problems it
solves. Even brief commentary on this, for example in terms of improved energy efficiency or
simplified manufacture of the invention can help considerably in supporting arguments on
inventive step. This means that including such features in an application for Europe can be very
helpful, particularly if the invention is software-related, as here the EPO considers very carefully
whether or not the invention solves a technical problem.

As a final worthwhile point to consider it is useful to mention that, particularly for
inventions in the chemical and pharmaceutical field, it can be very useful to have plenty of
specific examples if the applicant intends to claim an invention quite broadly. By having plenty
of specific examples it can provide an indication to the EPO that the applicant is entitled to broad
coverage, and can also help avoid the EPO raising any objections that the teaching of the
applicant may be insufficient.

Mention of the above three points should not discourage applicants from filing in
Europe. There are many areas, most in fact, where the approach is entirely consistent with that of
the JPO, the USPTO, and other major Patent Offices, and in most instances a specification drafted
to meet the requirements of the JPO will have no difficulty in meeting the requirements of the
EPO also. Of course, seeking advice and support from a qualified Japanese attorney, particularly
one who has experience in liaising with European attorneys, will ensure that the above-mentioned

requirements are all met.



