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Drafting a good patent application
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The most important aspect in earning the grant of a patent is how it was drafted. The
first questions to be asked are : What has been invented? What are the goals of this invention?
What are the claims to this invention? What is the inventor trying to protect? How should we
claim the invention? Who/what is likely to infringe? Who/what could license the patent?

In this connection one has to understand the differences between three legal constructs
related to patents : inventions, embodiments and claims. An “invention” is a mental construct
inside the mind of the inventor and has no physical substance. An “embodiment” of an invention
is a physical form of the invention in the real world. The “claims” must protect at least an
“embodiment” of the invention — but the best patent claims will protect the “invention” itself so
that no physical embodiments of the invention can be made, used or sold by anyone without
infringing the claims.

While jurisdictions may differ over format and interpretation issues regarding patent
claims, the theory of what a good patent application should accomplish is essentially the same
worldwide. For instance, the following advice originated largely from claims construction
guidelines provided by the EPO : The application must contain “one or more claims.” These
claims must “define the matter for which protection is sought ; " “be clear and concise ; " and “be
supported by the description.”

The EPO recommends that claims be drafted in terms of the “technical features of the
invention.” This advice means that claims should not contain statements relating, for example, to
commercial advantages or other non-technical matters although statements of purpose are allowed
when they assist in defining the invention. Independently from this advice it is recommended to
write the application in simple and concise style.

When an application is difficult to read or understand, it can hurt the applicant. The
more complicated the document is to read, the less likely it is that the application is read

thoroughly, and so errors and omissions may be missed. Furthermore, the examiner has only a
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limited amount of time. The more time the examiner spends on trying to understand the claim
language, the less time is spent on doing the actual patent searching. This results in a rejection or
possibly an allowance that is less thorough. However, a poorly written patent may also leave open
doors for litigants on either side to interpret the language in an unintended way. This is costly for
all the parties.

Do not spend too much effort in explaining what the invention does and too little time
describing what the invention is and how it works to deliver the described functionality. This may
seem contradictive, but what something does is less relevant to a patent clerk than fully figuring
out what makes it work, why it works, and what makes it useful, new, or different.

Do not describe your invention too vague or simplistic. Inventors are especially proud
when they come up with a simple solution. That's actually part of the problem. When they are
straightforward and obvious, it is not a patentable invention. The key is to describe even the
simplest idea in great detail, taking special care to emphasize as many uses of the invention as
possible.

Also, it is important to take the time to describe, in detail how your design is different,
uses different or varied materials, and produces a more efficient and useful result than other
similar already patented inventions.

Another reason inventors fail to accurately and adequately describe their products is
that they are afraid of revealing their trade secrets or process. However, this is a necessary risk to
receive exclusivity. Patenting is not the time to hold back. The standard is that every patent is
described in enough detail that anyone reasonably skilled in the field of the invention could
recreate the device and be able to use it based on the information provided.

To be too specific is very rare, but it can happen. When it does, it is a problem. While
describing the materials used in the process or invention, start general and then get more specific.
For example, if the invention requires a cloth you could say only that. That is probably too vague.
If you say it needs a cotton cloth that is more accurate. How important is it that the cloth is cotton,
specifically? Other fabrics have similar natural properties such as bamboo and rayon. A better
description may be, "an absorbent material made of natural fibers, such as but not limited to,
cotton, rayon, or bamboo."

The greatest test of claims will likely come not before the patent examiner but before
the courts. In patent litigation, the interpretation of the claims is typically the most critical factor
in determining whether the patent has been infringed or is even valid over the prior art. A court
will generally give a claim term the full range of its ordinary meaning as understood by a person
with ordinary skills in the field of the invention. For instance, if the invention is a chemical
invention and the term “amorphous” needs to be construed, the court will likely be persuaded to

take into account the ordinary meaning of the term as understood by an average chemist.



