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When filing a European patent application with the EPO, either by direct filing or via
the PCT, one has to be aware of some peculiarities in order to avoid problems during prosecution.
In many cases, applicants from non-EP member states wonder about the strict rules applied by
EPO examiners.

One issue often encountered is the “unity of invention” according to Art. 82 EPC. If,
let’s say, independent claim 1 is found by the examiner to be not novel, he might come up with the
objection that different sets of subclaims solve different objective technical problems. As a
consequence the examiner might argue that the application concerns different inventions, and the
applicant should concentrate on one set of subclaims only. The other invention(s) can then only be
prosecuted in one or more divisional applications.

Another severe objection is “missing clarity” according to Art. 84 EPC. In general, the
examiners request a very clear claim language. Here, the sufficient disclosure in the original
patent application is of utmost importance. At best, every term in the independent claim(s) needs
to be explained or defined in the description in order to avoid to get stuck during prosecution.
Imprecise terms should be avoided at all means. It is best to explain the relevant features in the
general description of the application and not in the part relating to the figures. Then there will be
no discussion of whether the definitions just refer to a specific embodiment of the application or
are generally applicable.

Quite often applications do not discuss the specific technical effects and advantages of
the various features in the claims. This is not an issue when arguing the novelty of the invention,
but when discussing the inventive step following the so-called problem-solution approach
required by the EPO. This approach comprises three main stages : (i) determining the "closest
prior art", (ii) establishing the "objective technical problem" to be solved, and (iii) considering

whether or not the claimed invention, starting from the closest prior art and the objective technical
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problem, would have been obvious to the skilled person. Section (iii) often requires the discussion
of the technical effects and advantages of the inventive features. Without a respective disclosure

in the application, such a discussion is much more complicated.

Overall, when drafting patent applications that are intended to be prosecuted also before the EPO,
one should keep in mind above-mentioned issues in order to improve the chances for a successful

and cost conscious patent grant.



