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Reason for refusal which Examiner tends to point out
to an application from outside of country (area)
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Priifer & Partner

Juergen Feldmeier

This article is about patent applications filed with the European Patent Office (EPO)
as subsequent applications of a first application being firstly filed at the JPO.

The following article is about an insight of some typical objections raised by the
Examiners of the EPO which are probably caused by different patent practices of patent offices in
different countries like e.g. Japan. Of course, in general, also for patent applications from outside
of Germany or of the European Patent Convention, in particular, patent applications from Japan,
the reasons for refusal are lack of novelty and lack of inventiveness due to the prior art ascertained
by the Examiners.

However, the following are some typical difficulties occurring when the patent
application was not adapted to the European patent practice :

1. Functional features : Even though functional features are easier accepted
in the Japanese patent practice, at the EPO functional features are only considered to the extent as
they define an apparatus feature to which they refer such that the apparatus feature has to be
constructed so that it is able to fulfill the desired function. In addition, functional features are only
allowed if a skilled person would have no difficulty in providing some means of performing this
function.

2. Reference signs : A further aspect to be considered already before filing
is the provision of reference signs for the claimed features in order to facilitate the understanding
of the claims. Absence of the reference signs for the claimed features regularly result in an
objection raised by the Examiner.

Hence, reference signs of all relevant features should be used at least in the claims of a
patent application.

3. Amendments of the claims during Examination Proceedings:
Amendments of the claims are strictly and very formally examined by the EPO. The EPO tends to
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object a so called "inadmissible extension" of the application if a new feature was added to the
claim. Only the incorporation of a dependent claim in its entirety into an independent main claim
is usually allowed without any problems.

However, the following examples are objected :

- Adding of only a part of a dependent claim : if only a part of a dependent
claim is added to an independent claim, the Examiner will most likely raise an objection that such
a measure would cause a so called "inadmissible intermediate generalization" since not all
features of a dependent claim have been included into the new independent claim, which would
cause a new subject-matter not having been disclosed in the original application document
(because only the combination of all features of the dependent claim is disclosed).

To avoid this objection, it is recommendable to draft dependent claims comprising
only one feature so that it will be possible to add only this one feature to the independent claim if
necessary. Further, it is recommendable to combine several features in one dependent claim e.g.
by "preferably", "more preferably", etc..

- Adding a feature which is not included in the original set of claims at all,
but only in the description. Here, objections are highly likely. E.g. if the newly added feature is
only disclosed in a context of further features in the description, e.g. within a whole paragraph of
the description, usually, the Examiner will demand that these further features are also to be
included together with the additional feature into the new claim. This would, however, result in a
too limited independent claim.

To overcome this objection, it is recommendable to draft an application in such a way
that each feature which could be suitable to be used as a limitation of the independent claim,
should be described in the description of the application in a separate paragraph. Then it will be
easily possible to incorporate this feature from the description.

- Adding a feature which is merely disclosed in the drawings without being
disclosed in the description, is regularly objected. Rather, it will be necessary to prove that the
feature to be added to a claim can be unambiguously and clearly derived from the drawings and
which can be recognized as essential for the invention. This is normally hard to prove if this
feature is not mentioned in the description of the original application documents.

To overcome this objection, it is advisable to describe every single feature in a

drawing so that there is also an original disclosure in the description, and not only in the drawing.

Side note : Contrary to the European patent practice, according to the practice of the German

Patent and Trademark Office, a disclosure of the features in the



