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How to prepare a first country application as
a basis for priority claim

Beijing Unitalen Attorneys at Law
China Attorney

Jing Zhiqiang

Although there are no major differences in the basic principles among the
Member States of the Paris Convention on the requirements described in the patent
specification, there are points that differ from country to country when it comes to
specific examination criteria. Due to small differences between the examination criteria
of each country, it is often the case that the technical scope of the registered patent differs
greatly from country to country, for applications of the same contents. For example, in the
claims of the Japanese application, expressions such as "A is a metal with high thermal
conductivity", "high resistance metal oxide film" or "arrange at a predetermined interval"
are often found. However, when filing a patent application to China based on such a
Japanese application as the basis for priority claim, it is judged that the technical scope is
not clear, and the reason for refusal is often issued.

It is because the Chinese "patent examination guidance" equivalent to the
patent examination standard limits the use of the following terms in the claims :
"certain", "predetermined", "about", " "Near", "nearby", "high temperature", "high
pressure". In addition, it is also restricted to describe constituent requirements by
functions and effects such as "control circuit to control as ..." or "film that can reflect 50%
or more of infrared rays", so "control Circuit "and" membrane "are not clear, it is often
that reasons for refusal are issued. Furthermore, when there are few examples for patent
applications in the fields of chemistry and medicine, it is often required to describe the
claims according to the examples. Therefore, when it is desired to describe the constituent
features of the claims by function, effect or superordinate concept, it is necessary to
describe a plurality of examples in the specification.

Chinese application with priority claim based on the Japanese application, in
order to avoid reasons for refusal such as violation of clarity requirements or violation of
support requirements, Considering the examination criteria of China at the time of
creation, we encourage you to describe as many examples as possible.

(Translated by TIP)



