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In chemical patent applications, terms of “compound”, “composition” and the
like are usually used as the subject matter or the title of the invention, and Guidelines for
Patent Examination in Taiwan doesn’t set up any rule that such kind of terms may raise
clarity issues due to too large scope. However, such kind of clarity requirements have
been clearly regulated in the Guidelines in some other countries. As a result, some
examiners would, assuming being affected by the foreign Guidelines, issue office action
regarding clarity of the terms “a compound”, “a composition” and the like when being
used as the subject matter of the invention recently.

In fact, if the subject matter is a compound, the chemical formula of the
compound is usually recited in the claims, so the claim scope is clear. Clarity issues shall
not be incurred. If the examiner still issues an office action regarding the clarity, there is
a possibility that he hopes the applicant to name it specifically as an alcohol compound,
an ester compound and the like, for example. Accordingly, it becomes more convenient
for other people to search for the patents, and avoids investing useless researching cost
for the same technique.

Likewise, given that chemical formulas of compounds like alcohol, ester and
so on are usually recited in the claims, so the claim scope can only cover the formula
itself. The claim scope would not extend to all compounds merely because the preamble
being “compound”. As a result, the claim scope would not be limited by reciting the name
of the subject matters like alcohol compound, the ester compound and so on, while a clear
name is provided accordingly.

The examiners in Taiwan usually pay attention to novelty and non-obviousness
only in the beginning of the examination. After such issues of the patentability are
solved, the examiners start to notice the detail as mentioned. Therefore, when replying to
an office action, if there is a doubt of whether an amendment is necessary, a direct
discussion with the examiner via telephone could be useful to avoid receiving additional
office action concerning only clarity issue.



