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Most of the patent, trademark and copyright infringement litigation in the United
States, is conducted in US District Courts. However, in the case of infringing imports, the patent,
trademark or copyright owner has a possible alternative : institution of a proceeding in the
United States International Trade Commission (ITC) under the applicable statute, 19 USC § 1337
(also referred to as “section 337”).

In the case of an infringement, the ITC can order that infringing products be excluded
from entry into the United States. These actions in the ITC proceed quickly, and, subject to an
exception for more complicated cases, they are concluded within a one year period prescribed by
statute. Preliminary relief, similar to a preliminary injunction in a District Court proceeding, is
available, and, the Commission can also issue a “cease and desist” order in addition to an
exclusion order. The cease and desist order can be effective to prevent the sale, in the United
States, of articles that have already been imported and have been cleared by the customs
authorities.

The statute provides that the remedies for infringement apply only if an industry in the
United States, relating to the protected articles, exists or is in the process of being established.
This raises the question whether or not a person residing outside the United States, or a business
entity located outside the United States, can take advantage of the remedies afforded by the
section 337.

The short answer is that a foreign entity can seek an exclusion order and other
remedies under section 337 under certain conditions. The statute provides that an industry in the
United States shall be considered to exist if, there is in the United States, with respect to the
protected articles, a significant investment in plant and equipment, significant employment of
labor or capital, or substantial investment in exploitation of the patent, trademark or copyright,
including engineering, research and development, or licensing. Thus, if a foreign entity has made
significant investments in activities in the United States pertaining to the protected articles, it will
likely have standing to institute proceedings before the International Trade Commission.
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It should be noted that section 337 is applicable not only to patents, trademarks and
copyrights, but also to “mask works,” i.e., semiconductor chip layouts, and to registered designs.

In addition, section 337 encompasses not only articles that infringe claims in a United
States patent that are directed to an article, but also articles “made, produced, processed, or mined
under, or by means of, a process covered by the claims of a United States Patent. This section
corresponds to section 271(g) of the United States Patent Act (35 USC § 271(g)), which makes
process claims in a United States patent applicable to an article imported, used, sold or offered for
sale in the United States even through the manufacturing process is carried out abroad. That is,
the manufacturing process is considered “covered” by the claims even when the manufacture
takes place entirely outside the United States. In the case of a process patent, where the patentee’
s own manufacturing is carried out abroad, establishing significant investment in plant and
equipment, or in labor or capital is likely to be difficult, but establishing substantial investment in
exploitation of the patent by way of licensing may still be possible.

In summary, entities that are located in other countries and that own United States
patents can consider taking advantage of ITC proceedings to stop importation of infringing
products into the United States, provided that they have made significant investments in activities
in the United States related to the patented inventions, and even patents claiming a manufacturing

process can be enforced by way of ITC proceedings under appropriate circumstances.



