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Global Patent Filers Beware : Increased Scrutiny of
US Specifications Coming Soon

Posz Law Group, PLC
US Patent Attorney

Jacob L. Mangan

Historically, patent engineers and attorneys drafted patent applications based primarily
on the rules and concerns of their own jurisdiction. However, the global economy and increased
PCT filings have forced patent drafters to consider the requirements of other jurisdictions more
than ever before. The USPTO appears to have some of the more unique specification requirements
that many drafters feel are unnecessary, or limiting, in their own jurisdictions. Nevertheless,
prudent patent drafters should be mindful of requirements in other jurisdictions, especially those
that cannot easily be fixed such as the specification.

In the US, Congress and the USPTO have thankfully begun major policy changes to
cope with the uncertainty and inconsistency involved with patentable subject matter under 35
U.S.C. § 101. Although still in the early stages, Congress is considering a legislative act to revise
§ 101, which would eliminate the judicially created exceptions (i.e., abstract ideas, laws of
nature, and natural phenomenon). At the USPTO, Director lancu has release recent guidelines
limiting, among other things, an examiner’s ability to subjectively identify new abstract ideas in
order to reject a claim. To do so, US examiners are now limited to applying one of three
enumerated abstract ideas (i.e., mathematical concepts, certain methods of organizing human
activity, and mental processes).

However, all of these welcome policy shifts for § 101 appear to come at a price :
increased scrutiny over the details provided in the specification. Specifically, each government
agency’s policy initiatives to address § 101 are coupled with other policy initiatives focusing on
reducing functional claiming.

In Congress, the preliminary draft amendments for § 101 also includes revisions to
35U.S.C. § 112(f). In the draft proposal, Congress is considering to amend § 112(f) so that any
element that recites functional language will be interpreted under ~ § 112(f) unless the claim
recites sufficient structure, material, or acts to support the claimed function.
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The USPTO has concurrently released the § 101 examination guidance discussed
above with guidance for computer-implemented functional claiming under the written description,
enablement, and definiteness requirements of § § 112(a) and (b). This guidance largely focuses
on reminding US patent examiners that a specification must disclose an algorithm for achieving
any claimed function interpreted under 35 U.S.C. § 112(f).

Although these requirements are not new, US examiners tend to issue more rejections
related to recent training and guidance materials. Consequently, Office Action may being more
heavily scrutinize specifications to find an algorithm for each of computer-implemented claim
element.

All patent engineers and patent attorneys should foresee this future scrutiny in US
courts and the USPTO for computer-implemented patent applications. Although drafting one
application to serve the basis for filing in many jurisdictions has numerous challenges, disclosure
deficiencies are some of the more difficult ones to address after filing. The following points
should be considered for any specification that will eventually reach the US.

First, US patent law requires the disclosure of an algorithm for any computer-
implemented functional claiming. A black box without any additional details is not sufficient.
Ensure that the specification includes a type of algorithm to explain each function. The algorithm
can be explained by mathematical formulas, prose (i.e., written explanations in paragraph form),
and/or flow charts. However, considering potential § 101 issues for mathematical formulas and
potential translation issues for prose, the most clear way to quickly demonstrate to a US examiner
that the specification includes supporting algorithms are flow charts. Flow charts are almost
immediately recognizable as algorithms.

Second, ensure that specifications answer the following question : how is the result is
achieved? When reviewing a specification during the drafting stage, one should continuously ask
the question of how each function and result is achieved. If the specification itself does not answer
how a result is achieved, additional information is likely required to satisfy the US requirements.

Third, ensure that the specification ties each algorithm to the corresponding claim
terms. In some jurisdictions, claims are purposefully drafted to include different terminology than
the specification. When this approach is followed, the specification should clearly identify which
claim terms are connected to which claim terms and algorithms and in the disclosure.

Fourth, ensure that the specification lists computer hardware to achieve the claimed
functions. Even if functional block claiming (e.g., function + unit) is preferred in another
jurisdiction, ensure that the specification includes alternative claiming formats for the US.
Specifically, the specification should at least include the minimum computer processing hardware

and peripherals required to actually implement the claimed function in practice.
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In summary, the global economy and increased PCT filings have forced patent drafters
to more carefully consider the requirements outside of their domestic jurisdiction. The US
Congress and the USPTO may provide welcome changes to patentable subject matter. However,
both government bodies appear to want to shift the focus from unpatentable subject matter to
inadequately described subject matter. Inadequately described subject matter is most easily
addressed at the domestic drafting stage. For these reasons, global patent drafters must be aware
of the specification requirements for other jurisdictions.



