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The United States Patent & Trademark Office (USPTO) has relatively liberal
procedures for permitting patent applicants and patent owners to revive abandoned
applications and to restore patents that have lapsed, all of which are referred to as
“restoration” herein. This includes late national stage entry for PCT applications, which
are treated as abandoned U.S. patent applications during the late national stage entry. The
various scenarios for restoration include the following :

. Patent application abandonment for failure to timely respond to USPTO actions
during the examination and grant process.

. Patent lapsed for failure to timely pay maintenance fees for issued patents.

. Failure to enter the U.S. national stage in a PCT application at the standard
30-month date.

. Delayed priority or domestic benefits claims in patent applications.

Before December 18, 2013, the USPTO permitted applicants and patent owners
to request restoration in many instances on an “unintentional” standard, with little or no
documentary evidence of the reasons for the delay and associated abandonment or lapse.
However, restoration more than two years after abandonment or lapse was granted only if
it was shown that the failure was “unavoidable,” along with documentary evidence
showing good and sufficient reasons for unavoidability. This tended to be quite difficult
and strict for many patent applicants and owners.

As part of international harmonization, the USPTO implemented the provisions

of the 2012 Patent Law Treaty by, among other actions, eliminating the “unavoidable”
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standard, and permitting restoration of abandoned patent applications and lapsed patents
only under the more lenient “unintentional” standard, beginning in late 2013. This was
applied to all instances of abandonment or lapse, regardless of the amount of time that
had passed or the circumstances, as long as the applicant or patent owner could assert
unintentionality. In practice, there was little or no requirement for an explanation and no
documentary evidence in all but the most unusual circumstances. As a result, the United
States had possibly the most liberal system for restoring patent applications and patents in
the world.

Possibly in response to perceived abuses of the liberal rules for restoration, the
USPTO published new ruled on March 2, 2020, clarifying the situations in which
additional information may be required to establish the unintentionality of the delay
associated with the abandonment or lapse. The USPTO now requires “additional
information” to be provided to explain claims of “unintentional” delay when more than
two years have elapsed since the abandonment of the patent application or lapse of the
patent. It is no longer sufficient in such circumstances (i.e., more than two years later) to
merely make an assertion of an unintentional delay. This requirement for additional
information after two years is similar to the procedure in place before 2013 for requiring
documentary evidence, except that it remains possible to restore on the “unintentional”

standard after such a long delay.



