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1. Athena Diagnostics, Inc., et al. v. Mayo Collaborative, et al, Appeal No. 2017~
2508 (Fed. Cir. July 3, 2019)
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2. Arthrex, Inc. v. Smith & Nephew, Inc., Appeal No. 2018-2140 (Fed. Cir. Nov. 3,
2019)
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3. Samsung Electronics America, Inc. v. Prisua Engineering Corp., Appeal Nos.
2019-1169, 2019-1260 (Fed. Cir. Feb. 4, 2020)
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4. Ironworks Patents LLC v. Samsung Elecs. Co., Appeal No. 2020-1191 (Fed.
Cir. Feb. 21, 2020)
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Recent caselaw in the U.S. Federal Courts may have significant impact on patent
litigation in the United States. These decisions (and non-decisions) will be felt in many pending
and future litigations and should be taken into account in your IP decision making moving

forward :

1. Athena Diagnostics, Inc., et al. v. Mayo Collaborative, et al, Appeal No.
2017-2508 (Fed. Cir. July 3, 2019)

Subject matter eligibility continues to dominate discussions in U.S. practice. This past
summer, the Federal Circuit issued an en banc decision against rehearing in Athena Diagnostics,
Inc., et al. v. Mayo Collaborative, et al. The decision split the judges with seven for and five
against and included a staggering 8 separate opinions (four concurring and four dissenting). The
common refrain in each was the need for the Supreme Court to address the binding precedent
from Mayo. On January 13, the Supreme Court denied that plea from the Federal Circuit by
refusing to grant certiorari on the case. Supreme Court also declined to grant certiorari on both HP
Inc. v Berkheimer, Hikma Pharmaceuticals, et al. v. Vanda Pharmaceuticals, which raised similar
issues. The most likely source of clarity on the matters remains in Congress, with the Supreme
Court flatly refusing to clarify their decisions.

2. Arthrex, Inc. v. Smith & Nephew, Inc., Appeal No. 2018-2140 (Fed. Cir.
Nov. 3, 2019)

The constitutionality of the Administrative Patent Judges at the Patent Trial and
Appeals Board (PTAB) hangs in the balance in this case. Currently, APJs are appointed by the
U.S. Secretary of Commerce. In the original challenge, Arthrex Inc. argued that PTAB

proceedings are unconstitutional because this appointment proceeding is insufficient for principal
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officers. Under the U.S. Constitution, principal officers must be appointed by the President of the
United states, with the advice and consent of the Senate. Last fall, the Federal Circuit ruled
severed a tenure provision in an attempt to convert the APJ’s to inferior officers. None of the
parties were satisfied with this decision as it went to an en banc appeal where the U.S.
Government intervened. Currently all briefing has been concluded and a decision is expected in

the coming months, with a likely Supreme Court petition to follow either way.

3. Samsung Electronics America, Inc. v. Prisua Engineering Corp., Appeal
Nos. 2019-1169, 2019-1260 (Fed. Cir. Feb. 4, 2020)

On February 4, 2020, the Federal Circuit issued a precedential decision in remanding
Samsung Electronics America, Inc. v. Prisua Engineering Corp. to the PTAB. In the PTAB
proceeding leading to appeal, Samsung had petitioned for review of Claims 1-4, 8, and 11 of U.S.
Pat. No. 8,650,591. In the PTAB’s Final Written Decision, the Board invalidated claim 11 for
obviousness, but declined to analyze 1-4 and 8. Their reasoning was that the claims were mixed
subject matter under IPXL claim analysis, making the claims indefinite and precluding the Board
from continuing the review since indefiniteness extends beyond the congressionally granted scope
for IPRs. On appeal, the Federal Circuit explained that the mere fact that the claims were
indefinite does not bar the PTAB from reviewing them on anticipation and obviousness grounds.
With the decision, the Federal Circuit preserves the ability for petitioners to use IPRs to challenge

patents more efficiently, even in the case where the claims are indefinite.

4. Ironworks Patents LLC v. Samsung Elecs. Co., Appeal No. 2020-1191
(Fed. Cir. Feb. 21, 2020)

On February 21, 2020, the Federal Circuit remanded Ironworks Patents LLC v.
Samsung Elecs. Co. back to the Northern District of California due to its flawed claim
construction below. The panel of judges found the term ‘camera unit’ to have been misinterpreted
to require a battery and external interface device over the specification and convention of the
reference numbering. The Federal Circuit found that the specification supported Ironworks’
construction excluding the battery and external interface from the camera unit. The specification
“consistently refers to camera unit 14 which includes camera arrangement 140 (comprising
camera 14a and optics 14b) and image processing unit 14c”. On a practical level, this emphasis
on reference number convention emphasizes the need for consistent and clear drafting in the
initial filings and the necessary attention to detail needed to adequately protect your innovations,

and gives litigators another quiver in claim construction disputes.



