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Possibility of Contradictory Judgments on the Same
Patent under the Bifurcated System of Civil and
Administrative Litigation in Taiwan
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Since 2003, the Taiwan Patent Act has been reformed to abolish the criminal penalty,
while only civil and administrative litigation were remained. The bifurcated system of civil and
administrative litigation sometimes conflicts because of the discrepancy between different courts.

There are many differences between civil and administrative litigation in substantive
and procedural laws. Speaking of substantive law, the patent civil litigation involves preliminary
injunction, damage claim and stopping from infringement. On the other hand, the patent
administrative litigation is related to the invalidation of a granted patent. When it comes to
procedural law, plaintiff can choose to institute civil litigation at district courts or at the IP Court.
In comparison, in patent administrative proceedings, an invalidation request shall be filed at the
Taiwan Intellectual Property Office (TIPO) in the beginning. An appeal against the decision of the
TIPO shall be brought to the Ministry of Economic Affairs. If the appeal is dismissed, an
administrative litigation shall be instituted at the IP court. It is also noteworthy that the highest
tribunal for a civil case is the Supreme Court, while an administrative case goes to the Supreme
Administrative Court. The foregoing is the so-called bifurcated patent litigation system in Taiwan.

However, there are possibilities of contradictory judgments under such system. During
the infringement litigation, the courts may determine the validity of the patent at their discretion.
Yet the administrative courts can determine the validity as well in the invalidation proceeding. In
other words, the validity of the same patent will be judged twice by different courts. Moreover,
there is no binding effect if the patent is found invalid by the civil courts, while the declaration of
invalidation made by administrative courts are binding. Thus, if a patent is deemed valid by the
civil court but declared invalid in the following administrative proceeding, the infringer in the
civil litigation can demand a rehearing as a remedy.

The issue of contradictory judgments has been contentious for a long time. Recently,
scholars and the TIPO are working together on possible reforming of the system. How Taiwan
patent litigation will develop still remains to be seen.



