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< Japan >
Evidence of use in non-use cancellation trials

Towa International Patent Firm

Patent Attorney

Takeharu Hirabayashi

Unlike countries such as the United States that have adopted the usage principle,
Japan's trademark law is based on the registration principle in which the trademark right is granted
to the earliest applicant.

However, for trademarks that have not been used by trademark owners for 3 years or
more after registration, accumulation of unused registered trademarks will narrow the range of
trademark selections of others, so as a means of individually organizing vacant trademark rights,
the law allows anyone to request a trial to revoke a trademark registration for non-use (Article 50,
Paragraph 1 of the Trademark Law), and is trying to make a usage-oriented amendment.

In addition, when requesting a trial for cancellation of non-use, it is extremely difficult
for the appellant to prove the fact of non-use, so as a result of considering the principle of equity
and various circumstances, It owes to the trademark owner who is the demandee of the referee.

This is a truly user-friendly system for those who file a new trademark application
after recognizing a similar trademark registration that is suspected of being non-use, or for an
applicant who has been notified of the reasons for refusal to cite such trademark registration.

On the other hand, the trademark owner has a risk of being asked for an excessive trial
for cancellation of non-use even for the trademark currently in use. In recent years, the number of
requests for cancellation trials, including non-use cancellation trials, has been around 1,000 per
year, but about 80% of them have failed, and the burden of proof of trademark owners is regarded
as a problem.

In addition, it is an unexpected case for many trademark owners, especially individuals
and small and medium-sized enterprises, to request a trial for cancellation of non-use. After
becoming a demandee, it seems that there are cases where it is difficult to respond to what kind of
evidence should be collected and refuted.

In response to such an opinion, at the end of September this year, the JPO published a
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document entitled "Reference Material for Proving the Use of the Registered Trademark in the
Request for Trial for Cancellation of Non-Use" (see the URL below). It is trying to respond to the
concerns of trademark owners.

As the document states, there are the following six points in the requirements for a
trademark owner to prove the use of a registered trademark, and all of them must be met. That is,
(1) when, (2) where, (3) who, (4) which product / service, (5) which trademark was used, and (6)
how.

I will refrain from mentioning each point one by one here, but I think that it is
necessary to pay particular attention to evidence in (1) and (6).

First, regarding (1), when using photographs, transaction documents, advertisements,
etc. of products with trademarks as evidence materials, it is necessary to be materials that can
specify the shooting date and creation date. Trademark owners need to keep this in mind. It is
desirable that the trademark owner usually secures such materials before requesting a trial.

Next, regarding (6), it is difficult to judge whether or not the use of the trademark falls
under the "use (each item of Article 2, Paragraph 3 of the Trademark Law)" stipulated by the
Trademark Law. In the above-mentioned JPO document, many cases disputed in the trial are
listed as reference judgments. If the trademark owner cannot easily determine, it is recommended

to consult with a patent attorney or other expert who is familiar with trademark law.
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