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The “grace period” is a period of time preceding the filing or priority date of a patent
application during which publication of the invention by the applicant is not considered as
belonging to the relevant prior art for assessing novelty and inventive step of the patent
application. Typically, the grace period is six or twelve months. The grace period is thus important
for obtaining patent protection even if the applicant published the invention before filing a
corresponding patent application.

Several patent systems, such as for example the European Patent Convention, provide
for a “conditional grace period” whereby a disclosure of the invention is not taken into
consideration only under special circumstances. In particular, according to Art. 55 of the European
Patent Convention, the disclosure must be due either to an evident abuse in relation to the
applicant or to a display of the invention at an official or officially recognized international
exhibition.

Unconditional grace periods are adopted for example in the United States (twelve
months) and for German utility models (six months).

Italy, which is becoming more and more important for intellectual property disputes
being the third-largest EU economy, provides for a conditional six-months grace period similar to
that of the European Patent Convention both for patents and utility models. Accordingly, a
publication of the invention that is not due to an evident abuse in relation to the applicant nor to a
display at an official or officially recognized international exhibition would be novelty destroying
and thus prevent obtainment of Italian patents or utility models.

Nevertheless, applicants that have published their invention but desire to at least allege
patent protection in Italy may exploit a peculiar circumstance due to the Microstate San Marino.
San Marino is an independent State completely enclosed by Italy. It is one of only three countries

in the world to be completely enclosed by another country (the others being Vatican City, also
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enclosed by Italy, and Lesotho, enclosed by South Africa). With its 61 km2 area and a population
of approximately 33.000, it is the third smallest country in Europe, after Vatican City and Monaco,
and the fifth smallest country in the world. San Marino lays claim to being the oldest extant
sovereign state, as well as the oldest constitutional republic. Its official language is Italian. San
Marino is a contracting member state to the European patent convention, the PCT and the WIPO.
San Marino has its own Patent and Trademark Office with a patent system governed by the
Consolidated Law on Industrial Property, law n. 79 of May 25, 2005.

According to Art. 3(4) of this law, San Marino has adopted an unconditional six-
months grace period for national patent applications. Accordingly, a disclosure of the invention by
the applicant that occurred within the six months preceding the filing or priority date of a San
Marino patent application is not taken into consideration and patent protection may be obtained
for San Marino.

According to Art. 43 of the Agreement of friendship and neighborly relations of 1939
between Italy and San Marino, each of the two States undertakes to prevent, in its own territory,
any usurpation of inventions that are the subject of duly protected industrial property rights in the
other State.

In 2014, Italy and San Marino stipulated that Art. 43 of the 1939 Agreement of
friendship and neighborly relations exclusively applies to national industrial property rights
obtained by national proceedings. Industrial property rights obtained by procedures provided for
by international agreements or conventions, such as the Patent Cooperation Treaty or the
European Patent Convention, are explicitly excluded. Moreover, since January 1, 2020, it is no
longer possible to directly enter the San Marino national phase with an international application.
Protection in San Marino may be obtained from an international application only through a
European patent application.

For these reasons, in order to take advantage of Art. 43 of the Agreement of friendship
and neighborly relations in Italy, it is mandatory to obtain a national San Marino patent via the
national proceedings, i.e. by directly filing a patent application with the San Marino Patent and
Trademark Office. The San Marino application may claim the priority of a previous foreign
application, for example of a national Japanese application, according to the provisions of the
Paris Convention.

Since San Marino applies an unconditional six-months grace period for its national
patent applications and since Italy must prevent any usurpation of San Marino patents in the
Ttalian territory, it is thus possible to allege protection in Italy for inventions that have been
published by the applicant within the six months preceding the filing or priority date of a

corresponding San Marino patent application.
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However, applicants should be aware that no Italian jurisprudence exist in this respect
to date. First of all, it is not yet clarified whether an Italian Court entrusted with a patent
infringement procedure involving a San Marino patent would be legitimated to decide also on the
validity of the San Marino patent. Moreover, it is not clarified whether validity of such patent
would be assessed in Italy according to Italian (i.e. without grace period) or San Marino (i.e. with
grace period) patent law.

Despite these open questions, that would still have a great impact in such proceedings,
it may still be worth adopting this strategy in situations where the invention has been published by
the applicant within the six months preceding the filing of a corresponding patent application. In
such a situation, in fact, it is not possible to obtain a patent nor a utility model in Italy because of
lack of novelty. On the contrary, a patent can be obtained for San Marino and protection can be
alleged for Italy by virtue of Art. 43 of the 1939 Agreement of friendship and neighborly relations
between the two States.



