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Accelerated Examination of Trademarks

Towa International Patent Firm
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Takeharu Hirabayashi

In recent years, the number of trademark applications in Japan has been on the rise,
and it takes an average of about 12 months from filing to notification of the first examination
result.

Under these circumstances, the use of accelerated examination, which reduces the
average waiting period for examination to an average of 1.7 months (in 2019) from the time of
application, has increased significantly from 1,587 cases in 2013 to 8,110 cases in 2019.

Applications eligible for accelerated examination are those that meet one of the following three
conditions, with the basic condition that the applicant is already using (or is preparing to use to a
significant degree) the applied-for trademark : (i) The applicant has already used the trademark
in some of the designated goods or designated services, and the applicant meets the prescribed
requirements for urgency in obtaining rights, (ii) Only goods and services in which the applicant's
trademark is already in use are designated, (iii) The applicant has already used the trademark in
some of the designated goods or services and has designated only those goods or services listed in
the "Criteria for Examination of Similar Goods and Services.

Condition (i) above is not met unless the applicant meets certain requirements, such as
unauthorized use of the trademark by a third party or filing in a foreign country. Condition (ii)
above, especially when preparing an application for accelerated examination in parallel with the
preparation of the application documents, effectively limits the description of designated goods
and designated services in the application to those goods and services that are already in use.
Therefore, in the Japanese trademark system, which is based on the registration principle, it is not
possible to provide a full description of the designated goods and services with an eye to the
possibility of future use.

Therefore, in many cases, procedures based on the condition (iii) above are taken.

According to this condition, when filing an application for accelerated examination at the same
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time as filing the application, although there is a restriction that only goods and services listed in
the "Examination Guidelines for Similar Goods and Services" can be designated, there is no need
to limit the description of the designated goods and services in the application to those that are
entirely in line with the current state of use.

This is not a problem when a relatively standardized description is sufficient, such as
for goods/services listed in the "Examination Guidelines for Similar Goods and Services.
However, for goods/services that are not listed in the "Examination Guidelines for Similar Goods/
Services" and did not exist before, the court will consider the extent to which alternative
indications that could cover the goods/services are acceptable and the validity of the scope of
rights covered by the alternative indications, considering the need for clients to obtain the rights
at an early stage.

In addition, condition (iii) above, which requires that the applicant has already used
the trademark for "some" of the designated goods and services, is a lower hurdle than condition
(ii) above, which requires that the applicant has already used the trademark for "all" of the
designated goods and services. However, in the process of preparing materials (so-called
"documentary evidence") showing the fact that the applicant is using the trademark or is preparing
to use the trademark to a considerable extent, it may turn out that there is a discrepancy between
the goods or services in which the client intends to use the trademark and the actual use that can
be proven.

In such a case, if necessary, we may review the description of the designated goods
and services in the application as originally envisioned and suggest to the client to add or change
the goods and services to those that match the actual usage to be described in the evidence.

All of these points are not seen when filing a regular trademark application and are
interesting opportunities for the trademark application agent when filing an application for

accelerated examination.



