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In the United States, a non-functional ornamental configuration of a useful article
qualifies for design patent protection if it satisfies the statutory criteria of novelty and
non-obviousness. But the same configuration can also qualify for trademark registration
if it is "distinctive," that is, it serves as an indication that the product originated from a
particular source.

Under the U.S. Constitution, patents afford exclusive rights "for limited times." On the
other hand a trademark right survives as long as the trademark continues to be used and
statutory renewal requirements are satisfied. This dichotomy raises two questions. First,
is a trademark registration on a product configuration in effect a perpetual design patent
on that product, and, if so, does it conflict with the "limited times" provision in the
Constitution? Second, will the expiration of a design patent place the subject matter in
the public domain and thereby preclude the assertion of trademark rights?

In the case of a product covered by a design patent and on which a trademark
consisting of a word or symbol is used, clearly the expiration of the patent does not affect
the trademark right. Even in the case where the trademark consists of the shape of a
container for a product, for example a distinctive shape of a wine bottle, the expiration of
a design patent on the shape of the container does not prevent that shape from continuing
to serve as a trademark for the product contained.

But what if the trademark is the shape of the product itself, and there is also a design
patent claiming the very same shape?

Although it is undisputed that the expiration of a design patent places the subject matter
thereof in the public domain, the prevailing view appears to be that the trademark right is
separate from the patent right, and survives patent expiration. Nevertheless the question
of survival of the trademark right remains the subject of controversy. Therefore, where
there is a choice between seeking only trademark protection and seeking both trademark
protection and design patent protection for a product configuration, consideration should
be given to forgoing design patent protection, or to applying for both types of protection
simultaneously, and abandoning the design application when and if a trademark
registration is granted.



