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There has been a great deal of discussion around software patents in the United States. Much of
the commentary stems from a recent Supreme Court decision (Alice Corp. Pty. Ltd. v. CLS Bank
International, hereafter "Alice"). Some commentators suggest that Alice puts software patents on
the chopping block. Others commentators voice a more optimistic outlook. In sum, Alice has not
put an end to software patents in the United States.

In a world post-Alice, U.S. Federal Courts are still finding software claims as being directed
toward patent eligible subject matter. For example, in DDR Holdings, LLC v. Hotels.com, L.P, the
Federal Circuit upheld claims directed to expanding commercial opportunities for internet websites
as being patent eligible, in part because the claims were "necessarily rooted in computer
technology" and therefore patent-eligible under 35 U.S.C. § 101.

Similarly, the United States Patent and Trademark Office (USPTO) issued guidelines earlier this
year that the USPTO personnel are to use when determining subject matter eligibility under 35
US.C. § 101 in view of recent decisions by the U.S. Supreme Court, including Alice., Myriad,
and Mayo. The guidelines provide examples of actual and hypothetical software patent claims that
are directed to patent eligible subject matter. Many of the examples discuss how software-related
claims as a whole can amount to significantly more than an abstract idea. Thus, the USPTO appears
to view Alice as not providing a bright line rule that all software claims are per se ineligible.

Our patent firm has recently seen an increase in the frequency at which U.S. patent examiners
have rejected software claims under 35 U.S.C. § 101. Since the USPTO guidelines are relatively
new, we often see misapplications of the guidelines and incomplete analyses that are insufficient to
propetly support rejections under 35 U.S.C.  § 101. Thus, we are often finding success in
challenging the adequacy of many of the subject matter eligibility rejections. We are also finding
success by analogizing pending claims to claims that have been upheld by the courts as being
subject matter eligible.

While Alice has changed the software landscape, Alice has not abolished software patents. If
patent applicants want to avoid rejections under 35 U.S.C. § 101, they should ensure that claims
presented for examination comply with the principles of the Alice decision and the USPTO
guidelines. It is also advisable to ensure that the patent claims as a whole amount to significantly
more than an abstract idea.



