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US Supreme Court Decision on the Assignor Estoppel
Doctrine — Minerva Surgical, Inc. v. Hologic, Inc. (June 29, 2021)
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US Patent Law 35 USC 282(b) provides that invalidity of a patent may be asserted in
any action involving the validity or infringement of a patent. However, in the US, there are cases
where the provisions of 35 USC 282 (b) do not apply due to the assignor estoppel doctrine. In this
article, I present the US Supreme Court decision of 29 June 2021, which concerns the assignor
estoppel doctrine.

The assignor can profit by guaranteeing the validity of the patent and assigning it to
the assignee for a fee. If the assignor sells a product covered by the assigned patent rights and the
assignee claims patent infringement against the assignor, there may be a contradiction that the
assignor claims invalidity of the assigned patent. In such cases, the assignor will benefit doubly.
The assignor estoppel doctrine prevents such unfair dealing by prohibiting the assignor from
asserting the invalidity of the assigned patent.

According to the Supreme Court’s decision, the assignor estoppel doctrine demands
consistency in representations about a patent’s validity. Therefore, it does not apply to cases
where there is no conflict with consistency. The Supreme Court shows three examples that the
principle does not apply.

1. When an assignment occurs before an inventor makes a warranty of validity as to
specific patent claims

For example, there is a case where an inventor assigns to his employer patent rights
and the employer decides whether to obtain a patent for the invention. Since the inventor has not
declared the validity of the patent, the assignor estoppel doctrine does not apply in this case.

2. When a later legal development renders irrelevant the warranty given at the time of
assignment.

3. When a post-assignment change in patent claims can remove the rationale for

applying assignor estoppel.
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For example, this arises when an inventor assigns a patent application rather than an
issued patent. If the assignee enlarges the patent’s claims, the assignor did not warrant the new
claims’ validity. Therefore, the principle does not apply here.

The case of Minerva Surgical, Inc. v. Hologic, Inc. : in the late 1990s, Csaba Truckai
invented a device, using a moisture-permeable applicator head to destroy targeted cells in the
uterine lining, to treat abnormal uterine bleeding. Truckai filed a patent application and assigned
the issued patent, along with future applications, to Novacept, Inc. Novacept was eventually
acquired by Hologic, Inc. In 2008, Truckai founded Minerva Surgical, Inc. (Minerva) and
obtained a patent about the invention, that uses a moisture-impermeable applicator head to
remove cells in the uterine lining, to treat abnormal uterine bleeding. Meanwhile, Hologic filed a
continuation application of Truckai’s application to add claims. One of its claims was to encom-
pass applicator heads generally, without regard to whether they are moisture permeable. Hologic
obtained the altered patent in 2015 and then sued Minerva for patent infringement. Minerva
rejoined that Hologic’s patent was invalid because the newly added claim did not match the
invention’s written description which addresses applicator heads that are water permeable. In
response, Hologic invoked the assignor estoppel doctrine because the continuation application
was based on assigned Truckai’s patent application.

The District Court agreed that assignor estoppel barred Minerva’s invalidity defence.
The CAFC affirmed in the relevant part.

The Supreme Court ruled that this case is the third of three examples where the
assignor estoppel does not apply. The Court also held that the CAFC had applied the assignor
estoppel without considering Minerva’s arguments that the claim at issue was broader than the
ones Truckai had assigned, and remanded for CAFC to address whether the new claim is broader
than the ones assigned.

The assignor estoppel doctrine may be applied to the inventor who warranted the
validity of the assigned patent. Inventors under the above conditions should be careful when start-
ing a business.
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