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No Double Patenting at the European Patent Office

Griinecker Patent und Rechtsanwilte PartG mbB
Partner

Dr. Anton Pfau

Before the European Patent Office, the question of whether or not an applicant can be
awarded more than one patent for the same subject matter, has been the subject of many decisions
by the Boards of Appeal.

In the recent decision made by the Enlarged Board of Appeal, the highest body for the
precedent case law of the Boards of Appeal at the European Patent Office, the question of the
possibility of patenting the same subject matter, with the same effective date and for the same
applicant in more than one patent has been decided, in Decision G 4/19, published on June 22,
2021.

The Board of Appeal held in this decision that a European patent application may be
refused under Art 97(2) and Art 12 if it claims the same subject matter as a European patent that
has been granted to the same applicant and which does not form part of the state of the art
pursuant to Article 54(2) and 54(3).

The conditions under which such a situation can occur is where two European patent
applications are filed on the same day that are independent of each other by the same applicant,
or, a divisional application is filed from a pending application, finally, more than one application
with different filing dates, but claiming the same priority date are filed. The decision points out
that the refusal of a European patent application based on the exclusion of double patenting can
be based on all of the above three cases.

The decision applies a very narrow approach for the term “same subject matter”, as the
case that raised the referral to the Enlarged Board of Appeal had a situation with a granted patent
and an application up for grant having identical claim sets. Thus, the question of what is
considered “same subject matter” is not discussed further in this decision.

According to the Enlarged Board of Appeal decision, general provisions in the
contracting states would prohibit double patenting for applications having the same “effective
date”, but not the same filing date. In reviewing the considerations for the institution of the
European Patent Convention by the diplomatic conference, the Enlarged Board of Appeal held
that double patenting in the narrow sense is prohibited based on Article 125 which defers to the
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principle of procedural law of the contracting states in case of an absence of procedural provisions
in the European Patent Convention.

Otherwise, as the decision does not indicate what is considered the “same subject
matter” in the two different applications or patents, the previous rulings of the Boards of Appeal
may still apply. That is, as soon as the claims of the two applications have a different scope, the
respective subject matter is not considered the same anymore. Therefore, an often-pursued
strategy of settling for narrow claims in the first application and of pursuing in a divisional
application broader claims overlapping and covering the claimed subject matter of the first
application remains possible as thereby not the “same subject” matter condition of Enlarged Board
of Appeal decision regarding double patenting is fulfilled.

In earlier decision G 1/15 by the Enlarged Board of Appeal on the question of
so-called “poisonous” divisional applications, where a divisional application is filed and an earlier
filed application is not entitled to priority for the entire claim scope due to broad claims, while the
divisional application validly claims priority at least for the narrowly disclosed subject matter and
which in this respect established prior art under Art 54(3) EPC, the Enlarged Board of Appeal has
decided that there is a possibility of partial priority, awarding priority of the first filed application
with the broader claim scope to that portion of the claimed subject matter for which the disclosure
of the divisional application would otherwise be novelty destroying. According this decision,
entitlement to partial priority may not be refused for a claim encompassing alternative subject-
matter by virtue of one or more generic expressions or otherwise generic “OR"-claim provided
that said alternative subject-matter has been disclosed for the first time, directly, or at least
implicitly, unambiguously and in an enabling manner in the priority document. No other
substantive conditions or limitations apply in this respect. An example of this situation would be
that the divisional and priority application discloses a parameter A to be of a particular value, and
the parent application claims the same parameter to be in a range including this value. The priority
claim is not valid for the claim defining the entire broad range for the parameter value, but partial
priority would be valid with respect to the particular value.

Thus, the divisional application with respect to the disclosure of the specific value of
the parameter would not be prior art under Article 54(3) EPC and thus not be novelty destroying.
Thereby, the decision allowing partial priority has removed the problem that the filing of a
divisional application could create a self-collision of an application.

In summary, while the practice of filing divisional applications on slightly different
subject matter has not been impaired by the recent decision, the possibility of obtaining two
patents by the same applicant having the same effective date by virtue of claiming the same
priority date and relating to the same subject matter, where the later application may have up to
one additional year of maximum patent life, has now been barred by this latest decision by the
Enlarged Board of Appeal of the European Patent Office.



