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< China >

Coordination of Development Plan for Priority Indus-
tries and Matching Patent Policy in China

China Patent Agent (H.K.) Ltd. (CPA)
Patent Attorney

Richard X. LI

In the summer of 2021, the global epidemic of COVID-19 is not yet under control.
And many areas of the world face disasters caused by extreme weather. Today, we need scientific
and technological innovation more than ever before. In the Long-Range Objectives Through the
Year 2035, the Chinese government has focused on artificial intelligence, big data, new energy,
and biomedical technologies. China also proposed strengthening IP protection and improvement
of legislation on IP rights for emerging industries.

In response, the CNIPA has launched a revision of the Guidelines for Patent
Examination. The Draft for solicitation of Comments, which has been released, includes the

following changes that patent agents and industry should pay attention to.

1. Drug Patent

1) Accepting supplementation of experimental data

The CNIPA has had a strict policy on the addition of experimental data under
prosecution. Normally, it allows the addition of only effects shown by rudimentary data to the
claim. And it does not allow the addition of effects that do not point to the claim or that are only
affirmed but not supported by rudimentary data.

According to the amendment, the CNIPA has loosened this policy. In terms of
published claims, it is allowed to add data later to support it as long as the claim is worded. In
terms of inventive steps, it is clearly allowed to prove the technical progress of the invention over
the prior art by adding data.

2) Exceptions of limitation of use

Under the current version of the Guideline, a claim for a composition with only one
known use must include a limitation of use and must therefore exclude potential unknown use.

The revised Guideline draft allows for exceptions to this principle. If the new

characteristic of composition does not relate to its use (e.g. a new mode of administration), then
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the claim does not need to include a limitation of use.

3) Reasonable “novelty” criteria

Under the current Guideline, if the same adjustment method or physical and scientific
parameters are described in the prior technology, the compound requested protection will
normally be presumed to be no novelty even if the specific structure is not disclosed.

The revised Guideline emphasizes the disclosure of structural information. If the prior
technology does not disclose the structural information, the issue of novelty will not be raised.

4) Return to the “three-step method” on inventive step

In current practice, the determination of the inventive step of a compound invention is
based on two keywords :  “structure” and “unexpected use or effect”. If compared with the prior
technology, the compound for which protection is claimed has certain structural differences or
unexpected effects, it can be determined that it involves an inventive step.

The revised Guideline changes the “one or the other” rule and adopts the more
universal “three-step method” of inventive step. This means that the inventive step is now
determined based on technical indications. These changes clarify the relationship between the
“three-step method” and “unexpected effects” and are consistent with the idea of the latter’s
status as a “secondary consideration”.

2. Software Patent

1) Subject matter eligibility

The development of information technology has led to different changes in the criteria
for the “subject matter eligibility” of patents in different countries. The current examination
guideline of China required to use of technical means to solve a problem for qualifying an
invention. Even where the claim clearly states a technical feature, the practice often turns on
whether the adoption of such a feature is to solve a problem.

The revised Guideline clearly states that if a claim contains a technical feature, it is
considered to solve a problem and avoids all of the above arguments. This will allow more
applications to proceed to the examination on novelty and inventive step and is also in line with
the recent policy of the CNIPA.

In addition, the revised Guideline now allows the computer program itself to be
eligible as a product.

2) Inventive step

The revised Guideline mentions again that the contribution of the inventive step of a
software patent can be allowed even if it is combined with an algorithm or a commercial method

and shows corresponding examples.
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In brief, the above amendments relax the standards of protection for related technology
patents. It shows China’s determination to develop new industries such as biopharmaceuticals,
artificial intelligence and big data. The protection of intellectual property rights will surely play

an important role in the development of these industries.

(Translated by TIIP)



