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1. Introduction

The behavior of trademark brokers, who preoccupy the rights to trademarks of well-
known national or international brands and demand money or other unfair compensation from the
rightful owners, is evolving more and more not only in Korea as well as in other countries.
Though many countries, of course, are reforming and organizing laws and policies against them,
it is a fact that such efforts only cannot easily eradicate trademark brokering. This article examines

recent institutional improvements and responses in China and Korea.

2. Responses of China National Intellectual Property Administration (CNIPA)

The CNIPA reorganized its examination criteria regarding trademark brokers in
January 2017 so that the examiners can judge that an applicant does not intend to use a trademark
when “the applicant who obtained rights to a large number of trademarks, not actually using them,
actively urges purchase of the trademark rights or demands a transfer fee, etc.” and the CNIPA can
declare refusal of the applications or invalidation of the registered trademark. As a result of
thorough examination, trial and litigation of trademark broker-related cases in China under these

criteria, the rights of foreign trademark owners are being better protected in China.

3. Responses of Korean Intellectual Property Office (KIPO)

Under the global trend, the KIPO has also implemented various systematic
improvements to reject applications or invalidate registrations of trademark brokers. For example,
the following policies were established by the KIPO : “a system for confirming the intention to
use a trademark by requiring a use plan when there is reasonable doubt about the intention to use
the trademark” in March 2012, “an additional fee system for an excessive number of designated
goods” in April 2012, “expansion of the right of prior use to prevent a trademark right from
affecting the name or company name of an enterprise that were used before the filing of the
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trademark application” in October 2013, “a provision restricting the use of trademarks that
registered the outputs of a specially related person such as a partner without permission” in June
2014, and “amendment of the Trademark Act to expand the qualification range of a person
requesting a trial for cancellation of trademark not in use” in September 2016. In addition, the
KIPO operates the “Report of malicious trademark preemption” website to help victims.

Due to efforts to improve trademark systems in the IP offices of many countries and
the global trend to eliminate trademark brokers, the number of applications filed by trademark
brokers is certainly on the decline. Nevertheless, in Korea, there are some applicants that abuse
the “revised” trademark examination guidelines, laws and systems and the fight against them still
continues. For example, KIPO’s trademark examination guidelines stipulate that the applicant’s
intention to use the trademark should be confirmed “when several non-related and dissimilar
goods are designated in a large number.” However, brokers avoid this by grouping only “similar
types of goods” and filing them in several separate applications over a period. Therefore, the
reality is that trademark owners must constantly monitor their rights or they might be deprived of

their rights anytime.

4. Conclusion
Attacking spears and protecting shields endlessly evolve in this fight. To prevent the
filing and registration of trademark applications filed by the brokers, it would be insufficient to
just depend on improvement of the systems. Not only management of applicants at the level of
the IP office in each country should be a preceding condition but also the right holders themselves
make active efforts to secure their rights in advance through the “first-to-file” principle, which is
applicable in many countries around the world.
(Translated by TIIP)



