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< Germany >

The Unified Patent Court is back on the agenda, and it
is expected that preparation work will soon begin.
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The Unitary Patent (UP) and the Unified Patent Court (UPC) are the building blocks
of the Unitary Patent package which will supplement and strengthen the existing centralized
European patent granting system. Unitary Patents will make it possible to obtain uniform patent
protection in up to 25 EU Member States by submitting a single request to the EPO, making the
protection of inventions for patent holders easier and more cost effective.

The UPC/UP system realizes an ambition that dates back to 1975, when legislation
was drawn up to provide a single patent covering all member states of the then European
Economic Community (the forerunner of the EU). This legislation never entered into force. More
than 45 years later, a new legislation providing for a Unitary Patent and its associated court
system, the “UPC”, are set to enter into force in the second half of 2022.

The Unified Patent Court (UPC) will be a court common to the Contracting Member
States and, thus, part of their judicial system. It will have exclusive competence in respect of
European patents and European patents with unitary effect. The exclusive competence is however
subject to exceptions during the transitional period. The UPC's rulings will have effect in the
territory of those Contracting Member States having ratified the UPC Agreement at the given
time. The UPC will not have any competence regarding national patents.

Applicants will be able to obtain a Unitary Patent once their European patent
application has been examined and granted by the EPO. A Unitary Patent will be available to
applicants with European patent applications currently pending, provided that the eventual grant
date falls after the date when the UPC/UP legislative package enters into force - probably in the
second half of 2022.

The Unitary Patent will be enforced and litigated at the newly created UPC, which
will have ‘central divisions’ in Paris and Munich, and an appeals court in Luxembourg.

The European Patent Office intends to make two transitional measures available for
European patent applications that have reached the final phase of the grant procedure, before the
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UPC comes into effect at the end of 2022. The measures will become accessible once Germany
has deposited the instrument of ratification, which is likely to be in the next six to eight months.

According to the EPO, “[the transitional measures] will be available for European
patent applications for which a communication under Rule 71(3) EPC has been dispatched, i.e.
which have reached the final phase of the grant proceedings”.

The first measure is that the party may file an early request for the unitary patent to
take effect. Thus, if the timing meets all above requirements, the EPO can register a patent as a
Unitary Patent as soon as the UPC system begins. Secondly, parties may request a delayed grant,
whereby a party receives a Rule 71(3) communication despite the text has not yet having been
approved.

It has to be noted, that all European patents automatically will fall under the
jurisdiction of the UPC when it comes into force, unless the patent proprietor “opts out”.
Therefore, all proprietors have a choice of two options for each European patent :

1. Do nothing (and, thus, automatically fall under the jurisdiction of the UPC).

2. Opt out of the UPC.

The opt-out procedure has the following features :

The opt-out procedure will only be available for the first seven years (extendable up
to 14 years, on review after 5 years) from when the UPC comes into force. The opt-out procedure
will be managed via an online case management system. An opt-out lasts for the life of the
European patent (unless the opt-out is withdrawn — see below). It will also be possible to register
an opt-out for a pending European application : the opt-out will apply automatically to the
relevant European patent once granted.

There will be a three month “sunrise” period before the UPC becomes operational,
when proprietors will be able to lodge their opt-out.

Patents that become subject to proceedings in the UPC cannot be opted out then.
Withdrawal of an opt-out can be done at any time (i.e. to take the patent into the jurisdiction of
the UPC). It will not be possible to “opt out” for a second time (after an opt-out withdrawal). A
single request opting out more than one patent (“bulk” opt-out) will be possible.

There will be no official fee for opting out.



