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EPO during the substantial examination proceedings
of a European patent application
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Introduction

During the prosecution of a European patent application, a Japanese Applicant or
Attorney may ask us to call the Examiner within the time limit for replying to an office action to
check, for example, whether a proposed amendment could remove the reasons for refusal, or to
discuss directly with the Examiner the patentability of claims, such as novelty or an inventive

step.

1. Is it possible to have an Interview with the Examiner at EPO?

At the EPO, as at the JPO, it is in principle possible to have an interview with the
Examiner. However, it seems to be sometimes difficult to lead to an interview even if we request
to do so for the above mentioned purpose of confirming the Examiner's opinion in advance or

persuading the Examiner.

2. What is an Interview at EPO?

Interviews at the EPO are referred to as "personal consultations" and include video
conference and telephone conference. Due to the recent pandemic, at the revision of the
Guidelines for Examination of March 2021' face to face interviews have been removed from the
personal consultation. Further, it is stated that a videoconference is preferred. However, in our

experience, telephone conference seems to be still common.

3. Why a request for an Interview made by the Applicant is not always responded at EPO?
Interviews can be requested either by the Applicant or by the Examiner. However, it is

at the discretion of the Examiner whether the Examiner will respond to a request made by the

1 https : //www.epo.org/law-practice/legal-texts/html/guidelines/e/c_vii_2.htm
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Applicant. The Guidelines state that requests should "usually" be granted unless it is considered
that it would not be beneficial to conduct an interview. The word "usually" has been inserted in
the March 2021 revision. In other words, it may be possible that no consultation is held.

In general, the Examiner will only respond to a request from the Applicant if an issue
to be discussed is specific and simple, such as the correction or confirmation of an error in a
notice sent by the EPO, and will not welcome abstract and complex matters such as an inventive
step. In the final stages of examination, matters such as novelty and an inventive step may be also
possible to be discussed, but even in this case they must be very specific, for example, minor
changes to the amendments proposed by the Examiner.

Whereas the formal examination at the EPO is carried out by consensus within the
Examination Division formed of three Examiners, the interview is usually conducted by a single
Examiner. For this reason, and this is only my personal opinion, the Examiners in charge may
want to avoid being convinced by an eloquent patent attorney. In addition, there are many
Examiners who are not native speakers of English, German or French, the official languages of
the European Patent Office. As a foreigner myself, I understand very well that they would prefer

to discuss complex issues more taking his time in writing than orally.

4. Nature of an Interview at EPO

As mentioned above, unlike a formal examination, an interview is informal and the
agreement made during an interview is non-binding. Due to this non-binding nature, I wish that
the Examiners would be more willing to conduct a telephone interview, but this is often not the

case.

5. After an interview — a Communication issued

During the interview, the Applicant and the Examiner usually discuss and agree on the
next steps (who will do what and by when). In Japan, it seems to be more common to conduct an
interview within the response period and to submit the response within this response period,
whereas in Europe it seems to be more common to set a new response deadline. If we say that we
need to obtain the consent of the Japanese Applicant, a deadline of a few months is usually
granted, depending on the agreement.

The agreements made during the interview are only binding when the Examiner
records them in minutes and signs them. Minutes are usually sent by the EPO to the representative
as an attachment to the communication together with the agreed time limit. It is possible that the
communication may contain different information than agreed during the interview.

This communication can be a variety of notices. For example, not only in case that the
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reasons for refusal are not removed by the interview, or the Examiner finds new reasons for
refusal after the interview, but also in case that only a clean copy of the claims agreed during the
interview is necessary to be submitted, or the reasons for refusal in the claims are removed by
amendments but the specification needs to be amended accordingly, a communication under Art.
94(3) EPC (a notice of reasons for refusal) is sent. A communication under Rule 71(3) EPC (a
notice of intension for grant) is often sent where the reasons for refusal have been removed by the
interview. Sometimes a communication is sent merely for a confirmation of the content of the

interview.

6. Summary
As mentioned above, the EPO seems to regard the interview as an efficient but

informal means for resolving relatively minor problems, which should be of great use. On the
other hand, due to its informal nature, the interview does not seem to be considered as a forum to
discuss major issues such as patentability. We suggest discussing such major issues first in
writing. Then, when the written discussion has been sufficiently exhaustive and an agreement on

a specific goal is fairly clear, the use of interviews may also be useful.



