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Start of the Unitary Patent and the Unified Patent
Court on 1 June 2023 — necessary considerations

Puschmann Borchert Kaiser Klettner Patentanwiilte Partnerschaft mbB
Patent Attorney

Uwe R. Borchert

The Unitary Patent and the Unified Patent Court are the building blocks that will
complement and strengthen the existing centralised European patent granting system os of 1 June
2023. The corresponding sunrise period will start on 1 March 2023. As of 1 March 2023,
patentees will have several considerations to make in the future :

Do I apply for unitary effect for newly granted EP patents or do I opt out for all or some of my
existing or new bundle patents? These considerations only apply to the states that are part of the
new system. For non-EU countries such as the United Kingdom or Switzerland, or for countries

that do not participate in the new system, such as Spain or Poland, the status quo remains.

UNITARY PATENT OR BUNDLE PATENT

The main advantages of the Unitary Patent are potential cost benefits and possible
simplification. These advantages come into play, in particular if the alternative would be an
individual validation of the bundle patent in several states participating in the new system. The
patent protection in the participating EU countries, which would have been omitted in the case of
an individual validation of the bundle patent for cost reasons, is granted free of charge in the
Unitary Patent. Among the potential disadvantages of the Unitary Patent is that it is tied to the
UPC with no possibility to opt out. In addition, the Unitary Patent can only be maintained in its
entirety by paying the annual renewal fees or abandoned in its entirety by not paying the renewal
fees. The possibility of saving costs in late patent years by paying renewal fees only in the one or

two most important states no longer exists.

EXAMPLES

(1) An EP patent is granted after the new system has entered into force. The patent
proprietor wants to have the patent validated in Germany, France and Italy and asks himself
whether he should apply for unitary effect or have the bundle patent validated in the three
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countries individually. In this case, no general recommendation can be made, as the weighing of
advantages and disadvantages will be different for each individual applicant.

(2) An EP patent is granted after the new system has entered into force. The patent
proprietor actually wants to have the patent validated only in Germany and wonders whether he
should apply for unitary effect at all. In this case, there is much to be said for individual validation
of the bundle patent in Germany. The validation costs are low, as no translation is required for
Germany, and administration is easy. The regular annual renewal fees for Germany alone are
much lower than for the Unitary Patent. There is the possibility of opting out, and the German
court system is effective, proven and tends to be cheaper than the UPC system. The advantage of
the Unitary Patent in this respect, i.e. the additional states added free of charge, can hardly
outweigh these disadvantages.

(3) An EP patent is granted after the new system has entered into force. The patent
proprietor wishes to have the patent validated in Germany, France, Italy, Austria, Sweden and the
Netherlands and wonders whether to apply for unitary effect or pursue individual validation of the
bundle patent in these six countries. In this case, there is much to be said for applying for unitary
protection. The validation costs and administrative burden would be very high for six countries,
and the cumulative cost of the periodic renewal fees due in the six countries would significantly
exceed the amount of renewal fees due for a Unitary Patent. Moreover, the other participating EU
countries are included free of charge. In most cases, the disadvantages of being tied to the UPC
and the lack of flexibility in renewal fees do not Uoutweigh these advantages.

OPT-OUT — YES ORNO

The possibility of opting out only applies to old and new bundle patents. Unitary
Patents are tied to the UPC. For patent proprictors being able to resort to the UPC has the
advantage that they can enforce their bundle patent in a single procedure for all states in which
the bundle patent has been validated and which participate in the new system. This increases the
patent's clout and facilitates its widespread enforcement. On the other hand, the UPC also harbors
dangers, since, by implication, the bundle patent can also be declared invalid in a single procedure
for the entire area of jurisdiction of the UPC, whether by an isolated nullity action or a
counterclaim for nullity of the patent.

There is no general recommendation as to whether an opt-out should be declared for
individual patents, parts of portfolios or entire portfolios during the ,sunrise period’ or at an early

stage of the system. This is an individual question.

PARALLEL NATIONAL PATENTS
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If a patent proprietor wants to exploit the advantages of both systems, it is possible to
obtain national patents, e.g. a German patent, for a certain technology, in parallel to an EP patent.
In such a case, unitary effect can be requested for the EP patent or, in case a bundle patent is
chosen, at least no opt-out can be declared. For the national patent, however, the patent proprietor
can still fall back on the national court system, and the fate of the national patent will remain
independent of the fate of the European unitary or bundle patent. A change in the law in Germany,
which eliminates the previously applicable ban on double protection in such cases, now makes

such a strategy possible in Germany as well.



