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I think about novelty and inventive steps as follows.

The examiner reads the written argument to find whether the invention has any
features that are not described in the cited documents, looking for the description saying
“the invention has the feature of bla-bla-bla. On the other hand, the cited documents do
not describe bla-bla-bla.” The features of the invention that are not described in the cited
documents are very important to obtain the patent. This description requires half a page at
most.

But the following descriptions cannot be within the space of half a page :
matters which are not described either in the cited documents or in the filed invention ;
matters which are described both in the cited documents and in the filed invention ;
matters which are described in the cited documents but are not in the filed invention.
These descriptions are unwanted and make other important descriptions unclear from the
viewpoint of the examiner.

The common points between the filed invention and the cited inventions make
it easier to find the features of the invention which are not described in the cited
documents. If you remove the common points from the filed invention, you will get the
different points from the cited inventions. If the different points hold the effectiveness,
they can be the features of the invention.

When you manage to find the features of the invention which are not described
in the cited documents, you should reexamine whether they are described in the claims.

1 hope this rule is kept in mind and of some use for our clients.



