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Following the previous article, when you find the features of the invention that
are not described in the cited document after studying the reason for refusal on novelty or
inventive step, I think you should reexamine whether they are described in the claims.
Many people might disagree with me on this point.

However, we must remember that we write the first draft of the claims to
achieve the largest scope of right possible. It is likely that our claims lack the features of
the invention that are not described in the cited document.

Hence we should objectively and impartially reexamine whether the claims do
contain the features of the invention that are not described in the cited document, so that
our examiners can recognize them. This task should be done as if you were not
responsible for the case.

Meanwhile, we can point out three things on the description of the claims :

1. when we put the features of the invention in other words in our written argument, we
should check the clarity of the expression of the claims.

2. we should review the claims even if we feel the examiner cites irrelevant documents.

3. we should try to find out something between the invention and the cited document (or
the hypothetical invention suggested by the cited documents) when we want to emphasize
the features of the invention, especially focusing on the novelty.

I hope I can gain wide experience to help our clients.



