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In July of 2015, the US Patent and Trademark Office ("USPTO") released updated
guidelines' regarding subject matter eligibility. The guidelines provide at least two key
points that US patent applicants should keep in mind when responding to claim rejections
under 35 U.S.C. § 101.

Generally, a US patent examiner must apply the following multi-step test to determine
whether a patent is eligible under 35 U.S.C. § 101. Under Step 1, a patent examiner must
determine whether a claim is directed to a process, a machine, a manufacture, or a
composition of matter (i.e., whether the claim is directed to a statutory category of
invention). If so, under Step 2A, the patent examiner must determine whether the claim is
directed to either a law of nature, a natural phenomenon, or an abstract idea (i.e., the
so-called judicially recognized exceptions). If so, under Step 2B, the patent examiner
must determine whether the claim recites "significantly more" than, e.g., the abstract idea
itself.

The July 2015 guidelines emphasize two key points that US patent applicants should
emphasize to patent examiners. First, a patent examiner should not reject a claim as an
abstract idea under Step 2A unless it is similar to a concept that a US court has identified
as an abstract idea.

To help with this process, the USPTO summarizes the major categories of abstract

ideas into four categories : (1) fundamental economic practices, (2) an idea "of itself,"

1) July 2015 Update on Subject Matter Eligibility, 80 Fed. Reg. 45,429 (July 30 2015) (to be codified at
37 C.ER. pt. 1), http : //www.uspto.gov/patent/laws-and-regulations/examination-policy/2014-interim-
guidance-subject-matter-eligibility-0.

Journal of Towa Institute of Intellectual Property Vol.7, No.2 27

(3) certain methods of organizing human activity, and (4) mathematical relationships/
formulas. The USPTO also provides summaries of current US cases that identify specific
examples of abstract ideas.

Second, the USPTO reiterates that, under Step 2B, a claim must be viewed as a whole
to determine whether it recites "significantly more" than an abstract idea itself.
Occasionally, US patent examiners improperly dissect a claim into its individual elements,
and assert that an entire claim is directed to an abstract idea since, e.g., a person using pen
and paper could carry out one of the claimed elements. However, the new guidelines
make clear that the proper focus is whether the combination of the claimed elements
results in "significantly more" than an abstract idea.

In summary, US patent applicants should remind patent examiners that a claim should
only be rejected as an abstract idea when a US court has identified a similar abstract
concept, and that the combination of claimed elements can result in "significantly more"

than an abstract idea.



