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< Taiwan >

A Case Regarding Unclear Disclosure and
Unsupported Claim Limitation

Five Continents International Patent & Trademark Office

Taiwanese Patent Attorney

Yao-Ting Huang

Preamble :

Taiwan Invention Patent No. 1307383, as entitled "heat dissipation fan," was filed on
July 6, 2006 and was assigned with a serial number of 95124606 by the patent office
(belonging to Ministry of Economic Affairs). A patent certificate with the number of
1307383 was issued to the patentee. Afterwards, we were entrusted by one involved party
to file an invalidation action against said patent based on the reason that the patent
violated Subparagraph 1 of Paragraph 1 of Article 22, Paragraph 4 of Article 22, and
Paragraphs 2 and 3 of Article 26 of the patent act as originally approved. After the
examination, the patent office held that the patent does violate Paragraph 4 of Article 22,
and Paragraphs 2 and 3 of Article 26. Therefore, the patent office decided that the
invalidation action was well grounded and the patent should be invalid. The patentee was
dissatisfied with the decision and filed an appeal. However, the appeal was later
dismissed. In light of this, the requester of the invalidation action further filed an
administrative litigation to the Intellectual Property Court. The Intellectual Property Court
held that the specification of the patent does violate Paragraph 2 of Article 26 of the
patent act, but the claims 2, 18-22 and 27-50 do not violate Paragraph 3 of Article 26.
The Intellectual Property Court also held that the claims 1-13, 16-38 and 41-50 lacked of
inventive step. Although claims 14, 15, 39 and 40 of the patent were considered inventive,
the patent still should not have been granted as it violated Paragraph 2 of the patent act.
Therefore, the patent should be invalid. Also, since the deficiency of the patent cannot be
remedied, given the fact that only claims 14, 15, 39 and 40 were considered inventive, it
was considered unnecessary to remand the appeal decision and the previously-taken
measure and unnecessary to allow the patentee to amend the claims in the post-grant
stage to keep the patent enforceable. However, the patentee was dissatisfied with the

decision and further filed an appeal to Supreme Administrative Court. However, the
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decision was affirmed and became final and binding. In the report, it will be discussed
that whether the specification and drawing of the specification are unclear and whether

the claims are supported by the specification.

Conclusion :

First, the patent simply discloses obtaining the optimized design ratio between the
rotating and stationary blades by Taguchi Method, as well as the numbers of the rotating
and stationary blades and the height ratio between said blades. The specification of the
patent does not show any data used in the experiment of the Taguchi Method, nor does it
provide any information that shows the experiment result has a significant improvement
to the reduction of noise. As a result, a person having ordinary skill in the art is not able
to understand how the features can be related to the noise reduction and what the
advantages of said features are. Also, the specification does not sufficiently disclose how
the reduction of noise and the efficiency are determined by said height ratio between the
rotating and stationary blades and said numbers of the rotating and stationary blades.
Thus, the specification has an insufficient and unclear disclosure, rendering the skilled
persons unable to understand and implement its invention. The patent violates Paragraph
2 of Article 26 of the patent act.

Second, the claim language of claims 2, 18-22 and 27-50 are clear, and their claim
dependencies are also correct. The features as defined by said claims are also supported
by the specification and the drawing. Thus, said claims are in conformity with Paragraph

3 of Article 26 of the patent act.



