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Patent protection and utility model (UM) protection do not exclude each other in

Germany. The same invention can be protected through a German or European patent in
Germany as well as through a German UM.
This possibility is not limited to the priority term. The UM Act offers the possibility of
branching off a UM at any time as long as the patent application is pending or 2 months
after the patent application is concluded. The right to branch off can only be exercised
until the end of the 10th year as of the application day of the patent application.

By providing such a right the applicant has the possibility of bridging the time-
consuming examination proceedings of a parallel application. This is important as a
pending patent application having effect in Germany does not provide any prohibition
rights. It is advisable to use the right to branch off a UM when there is an infringing
product on the market, which can be attacked on the basis of the branched off UM. Thus,
the owner obtains the option of a customized second chance. This is important when the
owner has to accept limitations regarded as necessary by the examiner in a parallel patent
examination procedure. Then the owner can branch off a UM with broader claims and,
thus, circumvent the examiner's legal opinion.

There is a further possibility of dealing with the IP rights. For instance, the UM is filed
based on the parallel patent application. The UM is registered to start a normal
infringement lawsuit based on this UM. After the grant of the parallel patent, when the
infringement suit is still pending, it is possible to initiate additionally an interlocutory
injunction right after grant, especially if the infringer did not find further relevant state of
the art during the infringement case of the parallel UM. With a successful interlocutory
injunction the infringement can be stopped immediately with customized new claims with

regard to the form of infringement.



