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For the purpose of achieving a broad protection of an invention for a client, it is often
feasible to combine patents and other Intellectual Property Rights (IP Rights), e.g. the
utility model, in order to thoroughly protect the client's golden vision.

In general, patent applications are not published earlier than 18 months after the filing
date and/or priority date. This may result in a problem. If a competitor or a copycat is
using a similar invention, the applicant cannot oppose as long as the patent application is
not published. There are no tools available to the client for obtaining an injunction or for
claiming compensation. Even after publication of the patent application, the applicant has
only the right to claim a compensation reasonable in the circumstances.

In order to avoid this unsatisfactory situation, it is possible to make use of a utility
model. The utility model may be split off from the patent application concerning the same
invention. In some countries this includes even PCT and EPO applications. After a formal
examination, for example conducted by the DPMA, the utility model is often published
within a few weeks. Following the publication of the utility model, full protection of the
claimed invention is guaranteed. To reduce the risk of contestability, it is reasonable to
wait until receiving a search report regarding the patent application or even regarding the
utility model before going any further. In this way it is possible to estimate the protection
scope of the utility model in advance. Regarding the state of the art, e.g. in Germany, the
utility model is granted a grace period, which means that any description or use within the
six months preceding the date relevant for the priority of the application shall not be taken
into consideration if it is based on the conception of the applicant or his predecessor in
title.

In most countries the utility model remains valid for up to 10 years, which is plenty of
time to get the patent granted. This shows how two IP Rights can be combined in order to

achieve fast and long-term protection of a client's invention.



