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The Singapore Trade Marks Act prohibits the registration of marks which consist
exclusively of, inter alia, the shape of goods which is "necessary to obtain a technical
result". This provision is aimed at preventing trade mark law from granting a monopoly
(which is potentially of unlimited duration) on technical solutions or functional
characteristics of a product which may be protected, for example, by patent. (In
Singapore, the maximum duration of the exclusive rights conferred by a patent is 20
years.)

In Société des Produits Nestlé S.A. v Petra Foods Limited[2014] SGHC 252, the

Singapore High Court held Nestlé's registered shape marks , and J

to be invalidly registered for chocolate confectionery. Each of the shapes was held to be
"necessary to obtain a technical result" although the shapes were not previously protected
by any patent. The first essential feature — the rectangular slab shape of each of the shapes
— was found to be necessary to create a shape that could be manufactured and packed at
the speed required for commercial production. The second essential feature — the presence
of breaking grooves — was found to be fundamentally necessary to allow the product to be
broken down for consumption, and the angle of those grooves would be dictated by the
position and depth of these grooves. The third essential feature — the number of breaking
grooves and fingers — was found to be necessary to achieve the technical result of
providing the customer with a desired portion size.

This case shows that the prohibition against the registration of shapes which are
"necessary to obtain a technical result” is to be construed widely so as to catch a range of
technical solutions or functional characteristics of a shape (even where the shape was not
previously protected by a patent). The High Court's decision has been appealed to the
Court of Appeal and the judgment is currently pending.



