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The new US patent law introduced a “first inventor to file” system, applicable
to patent applications and patents having an effective filing date after March 15, 2013. It
eliminated “swearing back,” a process by which an applicant could overcome a rejection
by submitting proof that the invention was conceived before the effective date of a cited
document, and that the applicant had diligently worked toward reducing the invention to
practice. The “interference,” a procedure by which the USPTO determined which of two
or more applicants claiming the same invention was entitled to a patent based on their
respective dates of conception and diligence, was eliminated. The new patent law also

instituted post-grant review procedures.

The elimination of “swearing back” and “interferences” imposed increased
pressure on US patent practitioners to prepare and file new US patent applications
quickly, especially applications of US-based applicants. Most foreign applicants, who
claim priority on the basis of an application in their home country, will have already felt

the pressure imposed by their own country’s “first to file” law.

Post-grant review procedures are also keeping US patent practitioners
extremely busy. They provide an adverse party with an opportunity to dispute the validity
of a US patent in a relatively rapid proceeding in the Patent Trial and Appeal Board
(PTAB) of the USPTO instead of by litigation in a Federal Court, where the proceedings
are likely to be considerably more expensive, and drawn out over several years. The

PTAB has been growing, and is now made up of several hundred Administrative Patent
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Judges.

In a post-grant review proceeding, the standard for claim interpretation is the
same as the standard applied in the patent examination process ; a claim is given its
“broadest reasonable construction” instead of the “ordinary meaning” standard applied in
a Federal Court proceeding. For this reason, a claim is more likely to be found invalid
by the PTAB than it is by a Federal Court, and the proceedings favor patent challengers.
There are opportunities for claim amendment in the post grant review proceedings.
However, because of the standard of claim interpretation applied in post-grant review,
patent practitioners should be especially concerned with careful claim drafting in the

preparation and prosecution stages.
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