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At the US Patent and Trademark Office (“USPTO”), US patent examiners
(“examiners”) consider the following test in order to determine whether a claim is patent
eligible under 35 U.S.C. § 101. Step 1 requires that an examiner determine whether a
claim is directed to a process, a machine, a manufacture, or a composition of matter. If so,
Step 2A requires that the examiner determine whether the claim is “directed to” a law of
nature, a natural phenomenon, or an abstract idea. If so, Step 2B requires that the
examiner determine whether the claim recites “significantly more” than, e.g., an abstract

idea.

Last year, the USPTO released extensive guidelines to help patent examiners
navigate the framework discussed above. In May 2016, the USPTO released an updated
guidance memorandum (“2016 Guidance”) in view of recent US court decisions.
Specifically, the 2016 Guidance informs US patent examiners that whether a software
claim is “directed to” an abstract idea under Step 2A requires greater consideration than
previously thought. In the past, many examiners focused their ~ § 101 analysis on the

“significantly more” analysis under Step 2B.

The 2016 Guidance provides the following new points. First, claims directed to
software alone—without hardware—are not inherently abstract. Second, a software claim is
not automatically directed to an abstract idea simply because it can run on a general
purpose computer. Third, advantages over conventional technology listed in the

specification help show that a software claim is not directed to an abstract idea. The 2016
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Guidance lists examples of such advantages as increased flexibility, faster search times,
and smaller memory requirements. Fourth, the fact that a claim is directed to an
improvement in computer-related technology can demonstrate that a claim is not abstract.
Fifth, US patent examiners are cautioned against overgeneralizing the claims without

referring to the specific claim limitations.



