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In light of Cuozzo Speed Tech. in which the U.S. Supreme Court upheld the
USPTO’s authority to issue regulation applying the broadest reasonable interpretation
standard in inter partes reviews (IPRs), the popularity of IPRs as a forum to invalidate
patents will only increase, rendering it essential for practitioners to keep abreast of
decisions concerning IPRs. This article provides highlights of five decisions recently
declared precedential by the Patent Trial and Appeals Board (PTAB).

Oracle v. Click-to-Call holds inapplicable the 35 U.S.C. 315(b) one-year limit
for filing petitions if an infringement action was voluntarily dismissed without prejudice,
placing the parties in the same legal positions as if the action had never been brought.
The one-year limit applies, however, where the complaint was dismissed with prejudice,

albeit partially, as in LG Electronics v. Mondis.

Lumentum v. Capella provides the 35 U.S.C. § 312(a) requirements (e.g., the
petition must identify all real parties in interest) are non-jurisdictional ; non-compliance
thereof neither deprives the PTAB of jurisdiction nor precludes it from allowing such

lapse to be rectified.

Garmin v. Cuozzo enumerates the following five factors regarding permissible
discovery under the “necessary in the interest of justice” standard: more than a
possibility and mere allegation of finding something useful, litigation positions and

underlying basis unnecessary, ability to generate equivalent information by other means,



Journal of Towa Nagisa Institute of Intellectual Property Vol.8, No.2 23

easily understandable instructions, and requests not overly burdensome to answer.

Masterimage 3D v. Reald requires patent owners to follow Idle Free in filing
motions to amend claims, leaving on patent owners the burden to show patentable
distinction over prior art of record or known to them. The prior art of record refers to any
material art in the patent’s prosecution history, and any material art of record in the IPR
and any other proceeding before the USPTO involving the patent. The prior art known to
the patent owner is no more than the material prior art that patent owner makes of record

in the IPR under duty of candor and good faith.

IPRs are relatively new and the procedures/regulations thereof will continue to
evolve. Therefore, it behooves practitioners to pay attention to any development
involving the IPRs such as the five decisions discussed above.



