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Preferable Scenario of Technology Licensing from
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Director, Towa Institute of Strategic Management, Patent Attorney
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Satoru Hirano

1. Introduction

The universities, especially those with the science course, have environment in
which people create invention and know-how which are “the highly advanced creation of
technical ideas utilizing the laws of nature” in the Patent Act. The purpose of technology
licensing from the universities is to return to society the technology created in the
research institutes, which are distinguished from ordinary business. They usually publish
the technology in papers or at academic conferences at first; then the companies who
are interested in it begin the development to merchandize it; consequently, the
technology from the universities contributes to the development of industry. This is a
preferable scenario.

However, this scenario has many obstacles.

2. Requirement from companies

Meanwhile, companies are competing with each other, always seeking products
with technology incomparable to others to secure the business advantage. The Patent Act
meets the requirement of companies, granting a patent right exclusive within a specific
period to the technology which satisfies certain conditions.

We have recently seen technology increasingly specialized and more
integrations among technologies which have been regarded as different. In addition,
companies are faced with difficulty in single-handed product development, even if they
have a lot of financial, material and human resources, because the diversification of
customer’s taste requires the qualitative and quantitative diversification of products.
Moreover, the finance of companies has deteriorated due to the recent economic

depression and R&D budgets are cut, especially those for basic research projects which
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often fail. In order to supplement this reduction in new R&D, companies eagerly engages
in various activities including outsourcing, technology licensing of open innovation and

M&A of firms with prominent technology.

3. WIN-WIN

If an invention has an economic value, the university should not publish the
technology of the invention by papers or at academic conferences. If the technology can
be licensed as the intellectual property such as a patent, this will be preferred by
companies and also by the university, who gains profit for the research. The following

problems, however, should be born in mind.

Research and development at the company

actual or ideal state

level of advanced technology

. | /I
\ !
Research and

development at the
university

Technical field

Though universities have interesting technologies, but they do not correspond
with the business. Though additional technology or knowledge is required to merchandize
it, there is no staff, time or money. These problems block win-win relationship between

companies and academic institutes, leading to an unfortunate scenario.

4. Ambiguous expression : “need of company”
Japanese often discuss “need of company”, but technology usually has many
aspects. Companies compare numerous factors before focusing on one technology and its

periphery to develop and commercialize it. When the technology is regarded as satisfying
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“need of company” even if it is still at an early stage and has many possibilities, people

might misunderstand the value of the invention.

5. The difference in research organization between academia and business

Scientists have an initiative in research in universities so it depends on
academic interests or trends in academic bodies. It is very different from R&D activity in
companies, which goes along with a business plan expanding from the basic technology
to the product. Companies are usually subject to fashion in technology, existing facilities
and market. These conditions restrict the utilization of an academic fruit as it is.

The technology created by universities is an academic achievement, different
from products created by business activity. In order to commercialize it, companies need
to discuss various points including technological level, quality, productivity, costs,
manufacture and marketing to sell products. When a final product cannot be imagined
and profitability cannot be assessed, companies hesitate to collaborate with universities.
Governments are trying many policies to solve this problem, only to fall short of

expectation.

6. Conclusion

Is a preferable scenario in technology licensing just a dream?

Section 2 to 5 describe the problems at the connection between two
contradictory players, university and company. The two sides need to make a compromise
and the connector between the two is required to solve the problem. The connector is
called a coordinator or a producer in government projects.

But a coordinator or a producer is not omnipotent: he/she cannot know
everything about technology, market and customers. Some of them just introduce people
superficially, based on their human network. This worsens the problem.

In my opinion, we need staff who have business knowledge and experience to
connect a producer and a customer, and also can foresee the future. We must find the staff
who can create and carry out a scenario of technology licensing of various technologies.

They will be main actors managing technology licensing with a preferable scenario.



