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As computer technology has rapidly advanced in recent years, there is an
increased effort and endeavor to seek patent protection around “software”. While
computer programs as such are excluded from patentability under the European Patent
Convention (EPC), there has been a great deal of discussion to what extent inventions in
this context are patentable.

In this regard the European Patent Office (EPO) has introduced the concept of
computer-implemented inventions (ClIs) being inventions which involve the use of a
computer, computer network or other programmable apparatus, where one or more
features are realized wholly or partly by means of a computer program. Inventions
involving programs for computers can be protected in different forms of computer-
implemented inventions.

In accordance with the recently updated Guidelines for Examination of the
EPO, different categories of claims directed at such computer-implemented inventions
can be pursued in a single patent application. In particular, computer-implemented
invention claims directed at a (i) method, (ii) apparatus/device/system, (iii) computer
program [product], and (iv) computer-readable [storage] medium/data carrier can be
included in an application.

However, according to the Guidelines, if subject-matter relating to a computer
program is claimed, which does not have a technical character, it should be rejected under
Art. 52(2) and (3) EPC. If the subject-matter passes this technicality test, the examiner
should proceed to examine novelty and inventive step.

As such, it is legitimate to have a mix of technical and non-technical features
appearing in a claim, as is often the case with computer-implemented inventions. The
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non-technical features may even form a major part of the claim, however, in order to
establish an inventive step under Art. 56 EPC, a claim must encompass a non-obvious
technical solution to a technical problem.

In summary, the claimed subject-matter of a computer-implemented invention
should have technical character and provide a “further” technical effect going beyond
normal physical interactions between a program and the computer on which the program
runs. Thus, when preparing patent applications for computer-implemented inventions the
technical aspects of the inventions, i.e. technical features together with their technical

effects, should be considered and described in detail.



