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Introducing decision of Supreme Court of Korea
in Jan. 19, 2017

Kang & Kang International Patent & Law Office
Managing Director

Ea Roo Kang

The subject of this issue is big data, 10T, Al and IP. Supreme Court of Korea
recently released a decision of collegial body on whether it is considered as publicly
known when it is just described in the premises of claims or as prior arts in specifications.

Here we shall introduce this decision.

1. Previous decision of Supreme Court

Supreme Court had a consistent view that “elements described in the premises
of claims and those described as prior arts in specifications are considered as publicly
known before the application.” However, this view has been criticized or considered as

doubtful in academic and business world.

2. Outline of the decision on January 19, 2017

(1) Since publicly known technique must in general be recognized by the
presence of proof of facts, the description in the premises of claims or in specifications as
prior arts is not enough (this is completely opposed to the previous decision).

(2) Elements that applicants describe in the premises as prior arts can “in
practice be presumed” as publicly known before the application without other proofs.

(3) However, this presumption is not absolute : it can be reversed when there
is a “special circumstance”, for example, when applicants “mistake” for the publicly
known what is in reality unpublished previous application or technology that is only

known in the applicants’ company.
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3. The meaning of this decision
In this decision, Supreme Court of Korea argues that it cannot be considered as
publicly known when it is just described in the premises of claims or as prior arts in
specifications. Accordingly, we can expect a reasonable view in examinations,
invalidation trials, confirmation trials of the scope of claims and patent infringement
lawsuits that we cannot consider it as publicly known when it is just described in the
premises of claims as components or in specifications as prior arts.
(Translated by TIP)



