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Japanese Supreme Court ruled on June 5, 2015 that a product by process claim,
which specifies an invention by the production method of the product, covers any product
regardless the difference of production method so long as the structure and the
characteristic are the same as the claimed product and that since the invention with regard
to a product by process claim generally is not clear the invention generally lacks the
patent requirement.

According to the decision, an examination practice by many examiners began
in such a way that a reason for refusal of unclearness of a claim was notified almost
automatically when the examiner find an even slight part of a claim concerning a product
expressing a production method such as ‘a metal having been stretched.’

JPO, on the other hand, revised the examination standard and the examination
handbook for the examiners from July of 2015 up to March 2016 so that even if a part of
a claim concerning a product seems to express a production method it may be decided
that the claim satisfies the clarity requirement when the part expresses a state of the
claimed product.

Besides, Japanese IP High Court made a decision on November 8, 2016 in
favor of the examination standard and the examination handbook revised by JPO that it is
not necessary to regard a claim as a product by process claim  -:- when it is clearly
understood, based on the scope of claims, the specification and the drawings as well as on
the technical common knowledge of the art, that a production method recited in the claim
expresses the structure or the characteristic of the claimed product (Lawsuit against JPO
appeal decision Heisei 28 (Gyo Ke) No. 10025).

It is, therefore, expected that more fulfilling patent examinations will be
conducted based on substantive considerations as to whether a claim falls under a product

by process claim or not.



