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Patent Management from Corporate Perspective

Five Continents International Patent & Trademark Office

Attorney-at-Law

ChingJung Lin

Patent has been a useful tool for a company to defense and to gain a
competitive edge. However, it is inefficient and meaningless if merely obtain patents
without a proper patent management system. Patent can thus become a burden which
costs huge amount of maintenance fee/regulation fee/attorney fee every year rather than
become an asset.

Before starting to set up a patent management system that suits the company,
there are some things the company should do first :

1. Identify what is the expectation for your company to obtain a patent. To
ensure your technical staffs have freedom to innovate, in other words, defense purpose, or
to initiate infringement litigation against competitors proactively? Different expectations
will lead to different patent application/maintenance strategies and the patent management
system will vary from the expectations.

2. Know how many and what kind of patents does the company own now. It
is not possible to win the war without knowing yourself well. To make an inventory of
what the company own and to create a list of all of the patents’ status is the first step
toward an effective management.

3. Have a decision-making team or system that has the authority to review
each innovations and existing patent portfolio. Not every innovation is worth patenting.
Furthermore, not every patent is worth maintaining. Having some patenting criteria and a
decision process are therefore important. The criteria can be set according to company’s
strengths, finance, resources, market share of the technology, the prospect of the
technology, etc. It is worth noting that no certain criteria can be suitable for every
company. Therefore, having team members from different departments, for example,
R&D department, marketing department, legal department, is suggested. The company
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may therefore have a comprehensive assessment over its innovations and patent portfolio.
A proper patenting strategy for each technology can therefore be made.

4. Have some in-house patent staffs, the last but not the least. It is possible
for a company to just rely on patent attorneys to help them applying for a patent, to
remind them to pay maintenance fee, or even to initiate a litigation against infringer.
Nonetheless, neither patent attorney nor patent firm will know the technology better than
the company itself. Therefore, at least a staff who understands patent system as well as
the technology of the company is necessary. This patent staff can not only facilitate the
communication process among the R&D team in the company and the outside patent
attorney, but more importantly, can review the outcome of the patent attorney to ensure
the core technology is adequately protected. If the patent staff is well-knowledged, the
company can in some extent reduce the cost in the patent filing process. The patent staff
can also generate patent application strategy for each innovation according to the
conclusion of the decision-making team.

There are plenty of benefits patent can provide, yet patent can also be a cost
without knowing how to utilize it. Although most companies obtain patent for defense
purpose to allow freedom to innovate, defense can be a valuable way to expand IP
territory for future development. To have an effective patent management system that
suits the company is recommended to make patent a valuable asset.



